
1 
 

IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

ALEXANDRIA DIVISION 

Verisign, Inc.,  

Plaintiff, 

v. 

XYZ.com, LLC and Daniel Negari, 

Defendants. 

 

Case No. 1:14-cv-01749 CMH-MSN 
 
 
 
 

 
REPLY IN SUPPORT OF DEFENDANTS’ MOTION TO COMPEL 

 

I. INTRODUCTION 

XYZ took this motion off last week’s motion calendar because Verisign promised a 

“substantial production” by June 4. But Verisign produced just 37 documents—copies of XYZ’s 

own website, a handful of unexecuted marketing agreement templates, and some unintelligible 

Excel spreadsheets. Verisign didn’t make a “substantial production”—certainly nowhere near 

the 65,000 pages its counsel estimated. And contrary to Verisign’s assurances in its opposition, it 

has not even produced the documents it agreed it would. The Court should grant XYZ’s motion 

to compel. 

II. ARGUMENT 

A. The Court should compel production of all documents in response to Request Nos. 
1-4, 8-60, and 95-97 because Verisign promised to comply but still has not produced 
all nonprivileged, responsive documents.  

For weeks, Verisign has indicated that it will produce a “substantial” number of 

documents in response to Request Nos. 1-4, 8-60, and 95-97. (Supplemental Declaration of 

Derek Linke, dated June 10, 2015, (Supp. Linke Decl.) ¶¶ 4-6.) In its opposition, Verisign 

assured the Court that “there [was] nothing for the Court to do” because Verisign was going to 

produce “marketing, registration, and competitive non-public materials … emails and electronic 
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agreements responsive to Defendants’ discovery requests, and other internal presentations, 

metrics, and correspondence” by June 4. (ECF 65, Verisign’s Opposition to Defendants’ Motion 

to Compel at ¶ 5, June 3, 2015.) 

Verisign failed to honor that promise. (See Supp. Linke Decl. ¶¶ 7-11.) To date, Verisign 

has produced less than 2,000 pages—and more than half of those documents are Verisign’s 

quarterly and annual securities filings which are publicly available and have no apparent relevance 

to this case. (Id. at ¶¶ 2-3, 8.) In fact, Verisign’s first production consisted entirely of public 

information, such as printouts of XYZ’s website and Negari’s social-media pages (like Twitter 

and blog posts), public articles mentioning XYZ. (Id. at ¶¶ 2-3.) While Verisign made a second 

production on June 4, it produced only 37 documents. (Id. at ¶ 8.) Of those, 22 are unsigned form 

agreements and template addendums. (Id.) The remaining 15 documents are inscrutable 

spreadsheets without any context. (Id.) Moreover, Verisign has not produced a single “email,” 

“internal presentation,” or any other “correspondence”. (Id. at ¶ 11.) 

Verisign does not dispute that XYZ is entitled to all documents in response to Request 

Nos. 1-4, 8-60, and 95-97. To avoid any further delay, the Court should compel immediate 

production of all responsive documents so that XYZ can meet the imminent discovery deadlines.  

B. The Court should compel production of all documents responsive to Request Nos. 5 
and 6 because they are reasonably calculated to lead to the discovery of admissible 
evidence. 

Verisign argues that Request Nos. 5 and 6 are overbroad and unduly burdensome. But 

Request Nos. 5 and 6 are narrowly tailored to seek documents “relating to [Verisign’s] 

allegations in the Complaint” and communications “relating to Defendants or .XYZ domain 

names”.  

In response to Request No. 5, Verisign states that it will produce only documents that it 

intends to rely on to support its claim. According to Verisign, all other documents—including 

those that rebut Verisign’s allegations—“serve no purpose”. The Court should not permit 

Verisign to misuse discovery to selectively produce documents that are helpful to proving its 
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claims and withhold documents that contradict its allegations. XYZ is entitled to discover all 

nonprivileged information that Verisign has in its possession or control that is relevant to its 

defense. The Court should compel production of all documents that Verisign has that relate to its 

allegations—regardless of whether or not Verisign intends to rely on that information to 

prosecute its case.   

Verisign also refuses to produce its communications with third parties that relate to 

Defendants or .XYZ domain names. Instead, in response to Request No. 6, Verisign states that it 

will produce—even though it has not yet—only communications “relating to Defendants’ 

conduct as alleged in the Complaint”. But limiting the request in this manner gives Verisign the 

unchecked discretion to produce and withhold certain documents based on how narrowly or 

broadly it wishes to construe its own allegations. This will obstruct XYZ’s ability to identify 

potential witnesses and obtain information to support its defenses. This will also interfere with 

XYZ’s ability to prove this is an exceptional case entitling XYZ to fees under the Lanham Act. 

For that reason, XYZ needs those documents. 

Because Request Nos. 5 and 6 are reasonably calculated to lead to the discovery of 

admissible evidence, the Court should strike Verisign’s boilerplate objections and compel 

production of all responsive documents. 

C. The Court should compel production of documents in response to Request Nos. 63-
78, 88-89, 91, 98, and 100-101 because the requested information will show that 
consumers were not misled by XYZ’s alleged statements. 

Verisign claims that XYZ has disseminated misleading promotional statements that have, 

or are likely to, influence domain-name-registration purchasing decisions. In particular, Verisign 

complains about XYZ’s representation that it has achieved the most registrations of all new 

gTLDs. According to Verisign, the statement is misleading because XYZ did not disclose the fact 

that it attained certain registrations by participating in a marketing agreement with a registrar 

whereby the registrar did not require registrants to pay full cost for registering a .XYZ domain 

name. In short, Verisign argues that XYZ is falsely representing the success of the .XYZ registry 
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by failing to disclose that a number of .XYZ domain names were registered for free or at a 

discounted price. 

But Verisign, as the market leader, established the marketing practices that it complains 

about. Verisign routinely enters into agreements with registrars under which the registrar agrees 

to register a certain amount of domain names under a Verisign TLD on behalf of itself, its 

subsidiaries, affiliates, customers, and/or potential customers for free or at a discounted price. 

After participating in such activities, Verisign touts the number of its registrations without 

disclaiming that a substantial number of its domain names were registered for less than cost—

which is exactly what Verisign has sued XYZ over. Since Verisign has engaged in these practices 

for decades, customers have become accustomed to—and even expect—that a registry’s 

description of its registration numbers include all registrations, including free and discounted 

domain names. Because it is standard industry practice to not disclaim free and discounted 

domain-name registrations when stating the total number of registrations—indeed, that’s 

Verisign’s own practice—XYZ’s statements about the number of .XYZ registrations are not 

misleading. But unless Verisign produces these documents, XYZ may not be able to prove this 

defense. 

Request Nos. 63-78, 88-89, 91, and 100-101 seek documents relating to Verisign’s 

participation in marketing activities whereby registrars were permitted to discount the price for 

registering a domain name under a Verisign TLD. While the final agreements Verisign negotiated 

with the registrars—which Verisign has failed to produce—are relevant to XYZ’s defense, the 

Court should compel Verisign to produce additional, related documents. For example, 

documents relating to the performance of the agreements (including any reporting reflecting the 

number of free or discounted domain names registered) are necessary to show that Verisign 

attained a significant number of registrations as a result of its participation in similar marketing 

activities. 

The Court should also compel production of Verisign’s communications with registrars 

relating to these agreements as those documents will disclose representations that Verisign made 
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when negotiating. Verisign’s representations may include admissions that it regularly enters into 

these promotional agreements and that these agreements are common practice in the industry—

because they are. 

The Court should also compel production of Verisign’s agreements with ICANN because 

those agreements likely include provisions that authorize and limit the types of marketing 

campaigns that Verisign can engage in to promote its registries. Verisign’s agreements with 

ICANN over a series of years will support XYZ’s claim that promotional agreements with 

registrars allowing for free and discounted registrations are the industry standard and that 

Verisign also regularly enters into these agreements. 

Request No. 98 seeks documents relating to the metric Verisign uses to determine the 

number of its domain-name registrations. In response, Verisign states that it will produce 

documents sufficient to show the total number of domain-name registrations. But XYZ needs to 

know how Verisign calculates those numbers. XYZ believes that Verisign includes discounted or 

free registrations in its calculation and does not disclose this fact when it touts the size of its 

registries in marketing. Since this is the practice that Verisign accuses XYZ of, Verisign’s 

practice is directly relevant to both XYZ’s defense that it is industry standard, and to XYZ’s 

unclean-hands defense. 

Documents in response to Request Nos. 63-78, 88-89, 91, 98, and 100-101 will show that 

consumers have heard repeatedly from Verisign the same kind of representations of success as 

XYZ has made—e.g. based on the aggregate number of registrations—and thus are unlikely to be 

misled by it. Verisign almost certainly has documents in its possession reflecting that consumers 

are not misled by the type of registration reporting that Verisign complains about. If Verisign 

produces those documents, XYZ may have a complete defense. For that reason, the Court should 

compel Verisign to produce them. 
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D. The Court should compel production of documents in response to Request No. 90 as 
the requested information will support XYZ’s defense that any decline in Verisign’s 
business was caused by competition from new gTLDs—not XYZ’s handful of 
allegedly false statements. 

Verisign claims that it has lost market share as a result of XYZ’s alleged false advertising. 

But XYZ will prove that any decline in Verisign’s business was due to ICANN’s new gTLD 

program which introduced new players in the market that offered competing domain names at 

prices below Verisign.  

Recognizing that its market share was threatened by the new gTLD program, Verisign 

lobbied against the program in an effort to keep competitors out of the market. XYZ believes that 

Verisign wrote a series of letters to ICANN expressing its concerns about the program and about 

how the program in general would adversely affect Verisign’s business. These communications 

will show that Verisign predicted a decline in its business even before XYZ engaged in the 

promotional activities that are the subject of this lawsuit.  

This information will buttress XYZ’s defense that ICANN’s new gTLD program—not 

the handful of statements listed in Verisign’s complaint—was the proximate cause of Verisign’s 

lost business. Because the requested information is directly related to XYZ’s defense, the Court 

should compel production of all documents in response to Request No. 90. 

E. The Court should compel production of documents in response to Request No. 87 as 
the Complaint specifically alleges that XYZ’s unlawful conduct involved Xin Net. 

In the Complaint, Verisign alleges that XYZ’s unlawful conduct involves Xin Net 

Technology (“Xin Net”). (See Complaint ¶ 57.) Request No. 87 seeks Verisign’s 

communications with Xin Net. The requested information will identify potential witnesses and 

reveal information that Verisign relied upon when alleging that Xin Net was somehow improperly 

involved with registering .XYZ domain names. The Court should reject Verisign’s objections and 

compel production of responsive documents because the information is directly relevant to 

Verisign’s claim against XYZ and XYZ is entitled to understand the nature of Verisign’s claim. 
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F. The Court should compel production of documents in response to Request Nos. 94 
and 99 as the information is necessary to evaluate Verisign’s alleged injuries.  

Request Nos. 94 and 99 seek information that will assist XYZ to determine the extent of 

business harm Verisign suffered in responding to XYZ’s advertisements. While Verisign 

indicates that it will provide an “itemization” of its marketing expenditures, that is not enough. 

At a minimum, XYZ needs to review related documents to understand what those expenditures 

are and the reason for them. For example, Verisign has produced several Excel spreadsheets but 

XYZ is unable to decipher. And without context, XYZ is unable to ascertain what expenditures 

Verisign incurred as a result of XYZ’s alleged false advertising. Verisign’s current document 

production does not include any materials that indicate any connection at all between any of 

XYZ’s alleged false advertising and economic harm to Verisign.  

Additionally, Verisign spends vast amounts of money on marketing and has for decades. 

XYZ is a tiny new competitor. Given the size and scope of Verisign’s marketing efforts and 

market penetration, it is simply implausible that XYZ’s handful of allegedly false statements 

actually impaired Verisign’s reputation and caused Verisign to incur additional marketing 

expenditures to respond to XYZ’s alleged false advertising. But to prove that Verisign did not 

suffer business harm in responding to XYZ’s advertisements, XYZ needs information about 

Verisign’s marketing expenditures and efforts. 

The Court should compel production of all documents in response to Request Nos. 94 

and 99 because the information is necessary to determine both whether Verisign actually suffered 

its alleged injuries and whether XYZ caused them. 

G. The Court should compel production of documents in response to Request No. 92 
because the information is relevant to XYZ’s request for an exceptional-case finding.  

Verisign brought this lawsuit not because it has a legitimate claim, but to squash an 

industry newcomer out of the market.  Request No. 92 seeks information that will demonstrate 

that Verisign systematically abuses its market power to shut down competition. This information 

is directly relevant to XYZ’s anticipated motion for fees based on this being an exceptional case 

under the Lanham Act, 15 U.S.C. § 1117. Those documents establish a pattern of unfair 
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competition and, in combination with the weakness of Verisign’s claims, will show that this case 

was brought in bad faith. The Court should compel production of documents to Request No. 92 

as the requested information will shed light on Verisign’s improper motivation for bringing this 

lawsuit. 

III. CONCLUSION 

Despite promising a “substantial production” for weeks, Verisign’s production consists 

almost entirely of public documents and documents already attached to its complaint. XYZ, on 

the other hand, has produced over 70,000 pages of responsive documents, most of which are 

confidential and sensitive documents and communications. Each of XYZ’s requests calls for 

necessary and relevant documents. The Court should grant XYZ’s motion to compel. 

Dated June 10, 2015. 
 
 

 
/s/ Timothy J. Battle    
Timothy J. Battle (VSB# 18538) 
Timothy J. Battle Law Offices 
524 King Street  
Alexandria, VA 22320-4593 
(703) 836-1216 Tel 
(703) 549-3335 Fax  
tjbattle@verizon.net  

 
Derek A. Newman (admitted pro hac vice) 
Jason B. Sykes (admitted pro hac vice) 
Derek Linke (admitted pro hac vice) 
Newman Du Wors LLP 
2101 Fourth Avenue, Suite 1500 
Seattle, WA 98121 
(206) 274-2800 Tel 
(206) 274-2801 Fax 
Counsel for XYZ.com LLC and Daniel Negari 
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CERTIFICATE OF SERVICE 

 

I certify that on June 10, 2015, I electrically filed the foregoing with the Clerk of Court 

using the CM/ECF system, which will send a notification of such filing (NED) to the following: 
 

Nicholas Martin DePalma  
Randall Karl Miller  
Kevin William Weigand 
Taylor S. Chapman 
VENABLE LLP  
8010 Towers Crescent Drive 
Suite 300  
Tysons Corner, VA 22182 
 
Stephen Keith Marsh 
Marsh PLLC 
1940 Duke Street 
Suite 200 
Alexandria, VA 22314 
 

 
 

/s/ Timothy J. Battle    
Timothy J. Battle 
VSB# 18538 
524 King Street  
Alexandria, VA 22320-4593 
(703) 836-1216 Tel 
(703) 549-3335 Fax  
tjbattle@verizon.net  
Counsel for XYZ.com and Daniel Negari 
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