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INTRODUCTION

Plaintiff VeriSign, Inc. (“Verisign”) respectfully opposes Defendants’ efforts to deviate

from a standard protective order in this false advertising case for five reasons:

First, a single tier order provides Defendants with sufficient protection because it limits

disclosure to limited client personnel and provides that “the information shared pursuant to this

Order shall be used only in the prosecution or defense of this action.” See ECF 40-5 at ¶ 18.

Second, Verisign’s technical expertise is required to effectively prosecute this case.

Third, Defendants fail to carry their burden to demonstrate that discovery in the absence

of an “outside counsel’s eyes only” protective order would cause them competitive harm.

Fourth, Verisign never agreed to the order proposed by Defendants, despite

representations to the contrary in Defendants’ motion.

Fifth, the possibility of abuse weighs against permitting the protective order sought by

Defendants. There is real risk that permitting an “outside counsel’s eyes only” designation will

prevent Verisign from fairly reviewing responsive documents and unnecessarily burden Verisign

with contesting designations and filing motions to obtain necessary discovery.

As explained below, a standard protective order (such as that proposed by Verisign)

provides sufficient protection in this case. Defendants’ proposal will do nothing more than

provide an opportunity to obstruct and delay Verisign’s prosecution of this case.
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ARGUMENT

In its Motion for to Compel and for a Standard Protective Order and Incorporated

Memorandum in Support, Verisign provided an explanation of the legal standard for determining

whether a protective order that restricts access to information should be granted. ECF 40 at 7-9.

To avoid repetition, Verisign states only that “attorneys’ eyes only’ is a drastic limitation that is

reserved for only those rare instances in which it is truly justified, and protective orders designed

to shield evidence from public view are to be narrowly tailored.” Lismont v. Alexander Binzel

Corp., 47 F. Supp. 3d 443, 456 (E.D. Va. 2014) (emphasis added). Here, the order sought by

Defendants is even more drastic because it is an “outside counsel’s eyes only” order which

would prohibit even in-house counsel from review.

Defendants bear the burden to justify such an order. See In re Wilson, 149 F.3d 249, 252

(4th Cir. 1998) (citing Wright & Marcus, Fed. Prac. & Proc. § 2043 (2d ed. 1994) (“The party

resisting discovery must establish that the information sought is covered by the rule and that it

will be harmed by disclosure.”). As explained below, Defendants fail to meet this burden.

I. THE STANDARD SINGLE TIER ORDER PROPOSED BY VERISIGN
PROVIDES SUFFICIENT PROTECTION

The order filed by Verisign (ECF 40-5) provides sufficient protection to address the need

to protect Defendants’ nonpublic information. Paragraph 18 of Verisign’s protective order

states:

Information Used Exclusively for this Action. The information
shared pursuant to this Order shall be used only in the prosecution
or defense of this action.

Verisign’s order also limits disclosure to a small number of client employees. Paragraph

4 permits disclosure to outside counsel and a party’s senior staff or “other employees” who are

assisting the party’s outside counsel with this action, as well as experts, court personnel, and
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witnesses in limited circumstances. It is not legitimate to argue, as Defendants do, that the

parties will use materials for purposes other than the litigation. This argument would weigh

against permitting any disclosure in any case under any order. Verisign and Defendants are

bound by the exact same requirements. Significantly, Defendants have asked for comparable

marketing information from Verisign, and Verisign stands willing and able to produce

documents under a single tier standard protective order.

II. VERISIGN’S ASSISTANCE IN EVALUATING DEFENDANTS’ DISCOVERY
RESPONSES IS CRITICAL

Verisign, as a leader in the domain name industry, is uniquely positioned to evaluate the

substantiation for, and effect of, Defendants’ false advertising in the domain name industry.

Defendants’ proposed order deprives Verisign of the ability to evaluate discovery and thus

effectively deprives Verisign of its remedies under the Lanham Act. See Volvo Penta of the

America, Inc. v. Brunswick Corp., 187 F.R.D. 240, 243 (E.D. Va. 1999) (denying Plaintiff’s

efforts to restrict production of documents to Defendant’s outside counsel only because

“Brunswick’s outside counsel needs [the party’s] assistance in developing this litigation in this

fast-paced District.”).

The Supreme Court has recently recognized the importance of client involvement in

prosecuting Lanham Act claims. See POM Wonderful LLC v. Coca-Cola Co., 134 S. Ct. 2228

(2014). There, the defendant argued that its juice label complied with detailed FDA regulations,

and that the plaintiff’s false advertising case was attempting to circumvent the FDA and expose

the defendant to different and additional requirements. The Court held in favor of the plaintiff,

holding that the FDA “does not have the same perspective or expertise in assessing market

dynamics that day-to-day competitors possess” and that competitors have “detailed knowledge

regarding how consumers rely upon certain sales and marketing strategies. Their awareness of
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unfair competition practices . . . may be far more immediate and accurate than that of agency rule

makers and regulators.” Id. at 2238.

The same reasoning applies here. It will be difficult (if not impossible), for undersigned

counsel to ferret out the nuances of Defendants’ document production for use in debunking the

substantiation for Defendants’ false statements without client involvement.

III. DEFENDANTS FAIL TO DEMONSTRATE ANY COMPETITIVE HARM

Defendants—without any applicable Fourth Circuit authority or factually analogous

cases—ask the Court to equate their self-described “recipe for success (Negari Decl. ¶ 8) (ECF

42) (which Verisign contends was obtained through a false advertising scheme) with cases

involving “highly technical information” that warrants the drastic remedy of a two-tier protective

order. See Brown Bag Software v. Symantec Corp., 960 F.2d 1465 (9th Cir. 1992) (copyright

infringement case that required exchanging highly technical information such as “source codes”).

Here, other than baldly asserting that Verisign seeks Defendants’ “recipe for success”

(Negari Decl. ¶ 8), Defendants do not adequately explain how the requested information could

cause competitive harm. For example, Negari claims that XYZ enters into NDAs and requires

employees to maintain the details of its business relationships strictly confidential. Negari Decl.

¶ 4. This says nothing about whether a two-tiered order is appropriate. Similarly, Negari asserts

that he has “innovative ideas and application” (Negari Decl. ¶ 5), but provides no substantiation

as to what these ideas might be, let alone substantiation as to why limiting discovery to outside

counsel is necessary to protect them. This ipse dixit is insufficient to carry Defendants’ burden

to justify the remedy they seek. See Glenmede Trust Co. v. Thompson, 56 F.3d 476, 484 (3d Cir.

1995) (“Broad allegations of harm, unsubstantiated by specific examples or articulated reasoning

do not support a good cause showing.”).
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Paragraph 7 of Negari’s declaration is perhaps the most detailed of his objections, but it

still falls far short. There, Negari insists that his application to participate in the ICANN’s “New

gTLD Program” is “highly-confidential” because it contains:

information on XYZ’s technical architecture, XYZ financial
projections, XYZ’s business plans, personal information about
XYZ’s owners, as well as very sensitive proprietary technical
information on XYZ’s business partner, CentralNic, which is also
a direct competitor of Verisign.

Negari Decl. ¶ 7. However, Negari does not explain the significance of this information—which

XYZ provided to third party ICANN without any apparent outside counsel restriction—or how a

standard protective order would be insufficient to protect this information. Similarly, Negari

fails to explain how XYZ would suffer competitive harm if Verisign received information on

“XYZ’s owners,” and Negari does not explain why or how disclosing information about its

owners to Verisign could harm it competitively. Indeed, XYZ has already disclosed its owners

(Daniel Negari and Michael Ambrose) in its corporate disclosure. See ECF 7. The idea that this

information is entitled to “outside counsel’s eyes only” protection is risible.

Negari also claims that there is “very sensitive proprietary technical information,”

responsive to Verisign’s discovery requests, that belongs to CentralNic. Yet, CentralNic has

raised no objection nor filed any motion objecting to XYZ’s production of these materials even

though XYZ’s production was due on April 30, 2015. XYZ lacks standing to raise any

theoretical competitive harm that would be suffered by a third party.

Although not substantiated by Negari’s declaration, Defendants assert in their papers that

their business plans and marketing strategy are “trade secrets.” ECF 39 at 1. Such information is

not “highly technical information” that requires extra protection. See Unico Am. Corp. v.

Crusader Captive Services LLC, 2006 WL 2355524, at *1-2 (N.D. Ill. Aug. 11, 2006) (rejecting

request for two-tiered protective order to protect documents revealing marketing expenses,

Case 1:14-cv-01749-CMH-MSN   Document 49   Filed 05/13/15   Page 7 of 14 PageID# 470



6

marketing strategies, and “potential business strengths and weaknesses,” and holding that

“[w]hile the Court agrees that the materials Plaintiffs describe should not be broadly

disseminated, the Court is not convinced that the information is so sensitive that defense counsel

should be prohibited from sharing it with their clients and experts, only to the extent necessary to

effectively prepare for trial.”).

Defendants also raise concerns over Verisign’s requests for documents reflecting written

agreements between XYZ and other companies involved in the automatic registration of .COM

domain name owners for .XYZ domain names. But Defendants again fail to explain how

disclosing this information would cause competitive harm. The details and motives of

Defendants’ unlawful scheme are hardly trade secrets. Defendants fail to show good cause as to

why Verisign should be prevented from assisting counsel in evaluating the unlawfulness of this

scheme and the harm it caused.

The cases cited by Defendants do nothing to meet their lack of substantiation because

they are mostly patent cases where highly confidential technology is at issue. For example,

McAirlaids, Inc. v. Kimberly-Clark Corp., 299 F.R.D. 498, 499-502 (W.D. Va. 2014), was a

patent infringement action where the court recognized that “[c]ourts presiding over patent cases

have often crafted protective orders that address the need to limit access to protected technical

information.” Id. at 500. “Courts dress technical information with a heavy cloak of judicial

protection because of the threat of serious economic injury to the disclosure of scientific

information.” Id. See also Safe Flight Instrument Corp. v. Sundstrand Data Control, Inc. 682

F. Supp. 20, 22 (D. Del. 1988) (imposing restrictions on in-house counsel’s access in a patent

dispute because, just like McAirlaids, “[c]ourts dress technical information with a heavy cloak
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of judicial protection because of the threat of serious economic injury to the discloser of

scientific information.”).

In the other non EDVA cases relied upon by Defendants, the party seeking to prevent

disclosure sufficiently demonstrated good cause by explaining how the disclosure of proprietary

information would cause competitive harm. See FTC v. Exxon Corp., 636 F.2d 1336, 1350 (D.C.

Cir. 1980) (“the court fashioned a series of protective measures designed to preserve the

competitive viability of the Drives Group.”). Meanwhile, in United States Steel Corp. v. United

States, 730 F.2d 1465, 1469 (Fed. Cir. 1984), the court held that a party’s status alone “cannot

create that probability of serious risk to confidentiality and cannot therefore serve as the sole

basis for denial of access.”

IV. VERISIGN NEVER AGREED TO AN ORDER WITH THE “OUTSIDE
COUNSEL’S EYES ONLY” RESTRICTION

During the parties’ initial negotiations, defense counsel requested, but neither Verisign

nor undersigned counsel agreed to, a two-tiered order. See DePalma Declaration at ¶2.

Undersigned counsel circulated a draft protective order to Defendants for discussion purposes

only and expressly represented that any language was subject to client approval which

undersigned counsel did not have at that time. DePalma Decl. ¶ 3. Verisign has maintained its

position throughout this case that a standard protective order (i.e., one tier) is sufficient.

V. THE POSSIBILITY FOR ABUSE WEIGHS AGAINST GRANTING
DEFENDANTS’ MOTION

The possibility for abuse weighs against granting Defendants’ motion for two reasons.

First, there have already been discovery delays, and such delays signal that Defendants’

proposed order may be used by Defendants to over-designate and thus obstruct Verisign from

effectively prosecuting this case. By way of example, Verisign served discovery on March 31,

2015. Defendants objected to almost all discovery requests:
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• of 24 requests, Negari: (1) objected to all as “unduly burdensome”; (2) objected to

23 requests as “overbroad”; (3) objected to 21 requests as “not reasonably

calculated to lead to the discovery of admissible evidence; and (4) objected to 21

requests because they “seek information that is confidential and/or proprietary and

of a highly sensitive competitive nature”; and

• of 26 requests, XYZ (1) objected to 24 requests as “unduly burdensome; (2)

objected to 24 requests as “overbroad”; (3) objected to 22 requests as “not

reasonably calculated to lead to the discovery of admissible evidence; and (4)

objected to 23 requests because they “seek information that is confidential and/or

proprietary and of a highly sensitive competitive nature.”

For purposes of context, these objections included “highly confidential” objections to

requests for documents “reviewed or relied upon in answering Plaintiff’s First Set of

Interrogatories” (Negari RFP No. 1) (ECF 40-3); documents supporting Defendants’

“Affirmative Defenses” (Negari RFP 2); “[o]ne copy of all advertising you have used since

January 1, 2012” (Negari RFP No. 3) and similar requests which—on their face—do not call for

documents that should be subject to any designation under a protective order.

Defendants did not produce any documents when due on April 30. Defendants produced

only 474 pages of what appears to be publicly available material on May 11.

Defendants’ willingness to make broad, and in many cases, baseless objections (e.g., one

copy of Defendants’ advertising is not confidential because it would necessarily advertise

Defendants to third parties), weighs against granting their motion because the delay needed to

address over-designation would inure to the benefit of Defendants at the expense of Verisign.
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Second, Defendants’ order seeks to place the burden of an improperly designated

document on the blameless party. In the event of an improper designation, Defendants would

require the non-designating party to raise a challenge, and to file a motion if a meet-and-confer

session failed. Defendants’ approach is squarely at odds with the fact that the designating party

has the ultimate burden of proving “good cause” to support a designation. See United States ex

rel. Davis v. Prince, 753 F. Supp. 2d 561, 565 (E.D. Va. 2010) (“The party seeking a protective

order has the burden of establishing ‘good cause’ by demonstrating that ‘specific prejudice or

harm will result if no protective order is granted.’”) (quotations omitted).

As suggested above by Defendants’ discovery delay, courts recognize that defendants

have both a “strategic and financial incentive to over-designate” documents as “Outside

Counsel’s Eyes Only” because broad designations “shield from public view a company’s

documents” and, in the short term, are less expensive for the designating party than undertaking

a thorough document-by-document review. See Minter v. Wells Fargo Bank, 2010 WL 5418910,

at *7 (D. Md. Dec. 23, 2010). But over-designation “makes litigation more expensive and more

complicated without worthwhile purpose.” Id.

Courts have expressed these concerns when requiring the designating party to bear the

burden of moving to protect its designation. See FDIC v. Broom, 2013 WL 3381353, at *3 (D.

Colo. July 8, 2013) (“the party designating the information as confidential has the burden to

prove the information is subject to the protective order and, thus, must be the party to file any

motion seeking confirmation of such protection. This modification should provide the

protection Defendants seek from any ‘haphazard’ confidential designations.”) (emphasis added).

See also Moore v. Ford Motor Co., 755 F.3d 802, 807 (5th Cir. 2014) (“if the parties are unable
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to resolve the dispute on their own, only then is the producing party required to move for a

protective order within 15 days. Such a system is a sound one. . . .”).

Defendants’ argument that “Verisign’s proposal will result in the Court deciding a

discovery motion each time a party makes a production because there is no reason a receiving

party would not challenge a confidentiality designation” (ECF 39 at 1) misses the mark because

the alternative is that the blameless party will be forced to burden the Court every time a

designating party makes an improper confidentiality designation. In Defendants’ proposal, the

designating party will over-designate because the burden would fall on the blameless party, both

to raise concerns and to file a motion. Defendants basically admit this: “[i]f a receiving party

challenges the designation, it should have the burden to file a motion after an appropriate meet-

and-confer process.” Id. at 2. This rewards gamesmanship by the party who stands to gain the

most from delay—which is, in this case and perhaps in most cases, the defendants.
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CONCLUSION

For the foregoing reasons, Verisign respectfully requests that the Court deny Defendants’

Motion for a Protective Order.
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