
 

 

 

 

IN THE UNITED STATES DISTRICT COURT 

EASTERN DISTRICT OF VIRGINIA 

(Alexandria Division)  

 

VERISIGN, INC., 

 

  Plaintiff, 

 

  v. 

 

XYZ.COM, LLC, et al., 

 

  Defendants. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

Case No. 1:14-cv-01749-CMH-MSN 

 

 

PLAINTIFF’S OPPOSITION  

TO DEFENDANTS’ MOTION FOR JUDGMENT ON THE PLEADINGS 

 

 

 

Randall K. Miller (VSB No. 70672) 

Nicholas M. DePalma (VSB No. 72886) 

Kevin W. Weigand (VSB No. 81073) 

Taylor S. Chapman (VSB No. 81968) 

VENABLE LLP 

8010 Towers Crescent Drive, Suite 300 

Tysons Corner, VA 22182 

Phone: (703) 905-1404 

Facsimile: (703) 821-8949 

E-mail: rkmiller@venable.com 

E-mail: nmdepalma@venable.com 

E-mail: kwweigand@venable.com 

 

Counsel to Plaintiff VeriSign, Inc 

 

 

Case 1:14-cv-01749-CMH-MSN   Document 46   Filed 05/04/15   Page 1 of 34 PageID# 411



 

 

i 

 

TABLE OF CONTENTS 

 

PRELIMINARY STATEMENT .................................................................................................... 1 

FACTUAL AND PROCEDURAL BACKGROUND.................................................................... 4 

ARGUMENT .................................................................................................................................. 5 

I. Applicable Substantive Law:  The Lanham Act Permits Civil Lawsuits For False And 

Misleading Advertising Statements .................................................................................... 5 

II. XYZ’s Argument That Verisign Lacks Standing Is Frivolous ........................................... 9 

III. XYZ’s Advertising Statements Easily Qualify As “Commercial Advertising Or 

Promotion” ........................................................................................................................ 13 

IV. XYZ’s Tactic Of Analyzing Parts Of The Advertising Campaign In Isolation Violates 

The Lanham Act Rule Requiring Statements To Be Viewed In Its Full Context ............. 20 

V. XYZ’s False Advertising Statement Cannot Be Immunized By A “Puffery” Defense .... 22 

VI. The Visual Images In XYZ’s Video Are Actionable Under Well-Established Lanham Act 

Law ................................................................................................................................... 26 

VII. XYZ’s Defense That Its Statements Are “Literally True”—Even If Considered—Ignores 

Verisign’s Implied Falsity Claim ...................................................................................... 27 

CONCLUSION ............................................................................................................................. 28 

 

  

Case 1:14-cv-01749-CMH-MSN   Document 46   Filed 05/04/15   Page 2 of 34 PageID# 412



 

  

TABLE OF AUTHORITIES 

CASES 
Am. Home Prods. Corp. v. Johnson & Johnson, 654 F. Supp. 568 (S.D.N.Y. 1987) .............................. 26 

Autodesk, Inc. v. Dassault Systemes Solidworks Corp., 685 F. Supp. 2d 1001 (N.D. Cal. 

2009) ......................................................................................................................................... 25 

Avalos v. IAC/Interactive Corp., 2014 WL 5493242 (S.D.N.Y. October 30, 2014) .................... 13 

Belmora, LLC v. Behr Consumer Care A.G., 2015 WL 518571 (E.D. Va. Feb. 6, 2015) ........... 13 

Black & Decker Inc. v. Pro-Tech Power Inc., 26 F. Supp. 2d 834 (E.D. Va. 1998) .................... 27 

C.B. Fleet Co. v. SmithKline Beecham Consumer Healthcare, L.P., 131 F.3d 430 (4th Cir. 

1997) ........................................................................................................................................... 7 

Cashmere & Camel Hair Mfrs. Inst. v. Saks Fifth Ave., 284 F. 3d 302 (1st Cir. 2002) ................. 6 

Castrol, Inc. v. Pennzoil Co., 987 F.2d 939 (3d Cir. 1993) ...................................................... 6, 25 

Church & Dwight Co. v. Clorox Co., 840 F. Supp. 2d 717 (S.D.N.Y. 2012) ................................ 8 

Clorox Co. Puerto Rico v. Proctor & Gamble Commercial Co., 228 F.3d 24 (1st Cir. 2000) .... 25 

Coca Cola v. Tropicana, 538 F. Supp. 1091 (S.D.N.Y. 1982) ..................................................... 26 

Design Resources, Inc. v. Leather Indus. Of Am., 900 F. Supp. 2d 612, (M.D.N.C. 2012) ......... 27 

Dunn v. Borta, 369 F.3d 421 (4th Cir. 2004) ................................................................................ 23 

Fed. Trade Comm’n v. Trudeau, 579 F.3d 754 (7th Cir. 2009).................................................... 25 

Greater Houston Transp. Co. v. Uber Technologies, Inc., Lexmark. No. CIV.A. 4:14-0941, 

2015 WL 1034254, at *8 (S.D. Tex. Mar. 10, 2015) ................................................................ 11 

Groupe SEB USA, Inc. v. Euro-Pro Operating LLC, 774 F.3d 192 (3d Cir. 2014) ....................... 7 

Johnson & Johnson-Merck Consumer Pharmaceuticals Company v. Procter & Gamble 

Co., 285 F. Supp. 2d 389 (S.D.N.Y. 2003) ............................................................................... 23 

JTH Tax, Inc. v. H & R Block E. Tax Servs., Inc., 28 Fed. Appx. 207 (4th Cir. 2002) .................. 8 

JTH Tax, Inc. v. H&R Block E. Tax Servs., 128 F. Supp. 2d 926 (E.D. Va. 2001) ...................... 21 

Lexmark Int’l, Inc. v. Static Control Components, Inc., 134 S. Ct. 1377 (2014) ........................... 9 

Merck Eprova AG v. Gnosis S.p.A., 760 F.3d 247 (2d Cir. 2014) ............................................ 8, 27 

Northern Star Industries v. Douglas Dynamics, 848 F. Supp.2d 934 (E.D. Wis. 2002) ................ 8 

Novartis Consumer Health, Inc. v. Johnson & Johnson-Merck Consumer Pharm. Co., 290 

F. 3d 578 (3d Cir. 2002) ............................................................................................................. 8 

Nutrition & Fitness, Inc. v. Mark Nutritionals, Inc., 202 F. Supp. 2d 431 (M.D.N.C. 2002) ...... 24 

Osmose, Inc. v. Viance, LLC, 612 F.3d 1298 (11th Cir. 2010) ....................................................... 8 

P&G v. Ultreo, Inc., 574 F. Supp. 2d 339 (S.D.N.Y. 2008) ......................................................... 21 

PBM Products v. Mead Johnson & Co., 2010 WL 723750, at *3 (E.D. Va. Mar. 2, 2010) ........ 27 

Case 1:14-cv-01749-CMH-MSN   Document 46   Filed 05/04/15   Page 3 of 34 PageID# 413



 

  

PBM Products v. Mead Johnson Nutrition Co., 2009 WL 5090862, at *4 (E.D. Va. Dec. 

24, 2009) ................................................................................................................................... 21 

PBM Products, LLC v. Mead Johnson & Co., 639 F.3d 111 (4th Cir. 2011) ................................. 8 

Rhone-Poulenc Rorer Pharm. v. Marion Merrell Dow, Inc., 93 F.3d 511 (8th Cir. 1996) ................. 26 

S.C. Johnson & Son, Inc. v. Clorox Co., 241 F. 3d 232 (2d Cir. 2001) .................................... 9, 26 

Sanderson Farms, Inc. v. Tyson Foods, Inc., 547 F. Supp. 2d 491 (D. Md. 2008) ........................ 8 

Scotts Co. v. United Industries, 315 F. 3d 264 (4th Cir. 2002) ................................................. 7, 21 

Surdyk’s Liquor, Inc. v. MGM Liquor Stores, Inc., 83 F. Supp. 2d 1016 (D. Minn. 2000)............ 9 

Time Warner Cable, Inc. v. DIRECTV, Inc., 475 F. Supp. 2d 299 (S.D.N.Y. 2007) ..................... 8 

Trident Products & Servs., LLC v. Canadian Soiless Wholesale, Ltd., No. 3:10CV877-

HEH, 2011 WL 2938483, at *1, 3 (E.D. Va. July 19, 2011) .................................................... 22 

Verizon Directories Corp. v. Yellow Book United States, Inc., 309 F. Supp. 2d 401 

(E.D.N.Y. 2004) ........................................................................................................................ 24 

STATUTES 

15 U.S.C. § 1125(a)(1)(B) .............................................................................................................. 5 

OTHER AUTHORITIES  

16 C.F.R. § 255.0, et seq. .............................................................................................................. 24 

 

 

 

Case 1:14-cv-01749-CMH-MSN   Document 46   Filed 05/04/15   Page 4 of 34 PageID# 414



1 

 

PRELIMINARY STATEMENT 

 This is a Lanham Act false advertising case—between direct competitors—in which 

Defendants XYZ.COM, LLC (“XYZ”) and Daniel Negari (“Negari”) (collectively “XYZ”) made 

false and misleading statements of fact in a direct comparative advertising campaign that 

targeted Plaintiff VeriSign, Inc. (“Verisign”) and Verisign’s .COM domain registry (which is the 

established gold standard on the Internet). 

The Complaint details specific examples of false statements, including the incredibly 

deceptive assertion that XYZ achieved “447,544 domains registered” as of August 2014, Compl. 

¶ 53(b), when in fact virtually all of these claimed registrations do not reflect true and bona fide 

persons or entities registering an XYZ domain name, but instead reflect phantom registrations 

based on XYZ’s fake “giveaway” scheme.  Compl. ¶¶ 44-57.  Ironically, one of the XYZ domain 

name registrants counted in XYZ’s misrepresentation is Verisign, which XYZ automatically 

registered for a .XYZ domain name without Verisign’s knowledge or consent.  Compl. ¶ 48.  

Thus, Verisign’s factual allegations in the Complaint about XYZ’s fabricated registrants are not 

speculation on “information and belief”—Verisign is a percipient witness to XYZ’s fraudulent 

scheme. 

XYZ’s false statements are made in the context of a false comparative promotional 

campaign in which XYZ asserts that there are no common and usable words left in the .COM 

registry.  Instead, XYZ asserts that the “only thing that is left is something with a dash, or maybe 

three dashes and a couple of numbers in it,” Compl. ¶ 27, a statement published on XYZ’s 

website (Compl. Ex. 3), which is visited by 3.2 million unique visitors each month. (Compl. Ex. 

10 at 3).  XYZ’s false statements are made in the context of a multimedia online campaign in 

which XYZ expressly disparages .COM by name.  XYZ’s deceptive promotional campaign is 
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precisely the type of conduct—specifically targeting a direct competitor—that courts uniformly 

find actionable under the false advertising provisions of the Lanham Act.    

Verisign filed the Complaint on December 14, 2014 and the case has been pending for 

four months.  Now, belatedly, XYZ challenges the legal sufficiency of the Complaint.  At the 

same time, XYZ has failed to respond to discovery.  For example, although its document 

production is past due, XYZ has failed to produce one sheet of paper.  See Verisign’s Motion to 

Compel (Dkt. 40) at 2 (motion is pending). 

XYZ’s motion is not only untimely, but its supporting memorandum seriously 

mischaracterizes the case law.  For example, XYZ relies on last year’s seminal Supreme Court 

decision in Lexmark Int’l, Inc. v. Static Control Components, Inc., 134 S. Ct. 1377 (2014) to 

argue that Verisign lacks standing.  Ironically, Lexmark rejected the district court’s standing 

dismissal in that case, and significantly expanded standing beyond direct competitors like 

Verisign and XYZ in a case that, together with a second Supreme Court case decided last year,1 

underscores the importance of broad access to federal courts for companies alleging competitive 

harm from false advertising.  Given that Verisign is a direct competitor and XYZ’s advertising 

campaign actually identifies and disparages .COM by name, Verisign easily satisfies the most 

stringent pre-Lexmark test for standing, and thus necessarily survives the new liberal Lexmark 

standing standard, which significantly lowers the bar for plaintiffs in Lanham Act false 

advertising cases. 

In addition, XYZ argues that its statements are not actionable and not widely 

disseminated, but its statements are factual (capable of being proven false), and are posted to the 

Internet for the world—and specifically, the online community—to see.  For example, the 

                                                 

1 POM Wonderful, LLC v. The Coca-Cola Co., 134 S. Ct. 2228 (2014). 
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statement that XYZ has “447,544 domains registered” as of August 2014 can be proven false 

because it is based on fake registrations.  XYZ’s statement that the .COM registry has no domain 

names left except “something with a dash or maybe three dashes and a couple of numbers on it,” 

Compl. ¶ 27 can be proven false by names recently registered in the .COM registry and the tens 

of millions of common and usable names that remain available.   

XYZ’s Motion essentially boils down to an argument that, even accepting the Complaint 

as true, the challenged XYZ statements are puffery and hyperbole, no potential customer would 

ever even see the challenged statements because they are not widely disseminated, and therefore 

Verisign has no conceivable competitive interest to vindicate and lacks standing. 

This argument contradicts the allegations of the Complaint.  For example, XYZ’s fake 

447,544 registrations as of August 2014 (Compl. ¶ 53) represents a specifically-quantified 

(measurable) level of market penetration that XYZ simply had not, and has never, achieved.  It is 

false, and was published on the Internet for the world to see (and in the place purchasers of 

domain names would go, including via a “google search”), and this publication was made for a 

specific purpose:  to induce commercial transactions (i.e., to induce persons and companies in 

the market for a domain name to be deceived into believing that XYZ has characteristics and 

qualities that it does not possess, and consequently register for an .XYZ domain name instead of 

a .COM domain name).  Then, when considering this claim in the entire context of direct 

references to .COM, including the false statement that there are no domain names without 

“dashes” in them on .COM, Verisign has text-book standing to police this misconduct to avoid 

injury to its reputation. 

The Court should reject XYZ’s effort to short-circuit this litigation and obtain a final 

adjudication before it has produced documents in response to a single discovery request. 
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FACTUAL AND PROCEDURAL BACKGROUND 

For more than fifteen years, Reston-based Verisign has been the registry operator for 

.COM, the iconic domain extension at the heart of worldwide Internet activity and electronic 

commerce.  Compl. ¶¶ 10-11.  Defendant XYZ launched a competing company last year that 

operates the new .XYZ domain extension.  Compl. ¶ 16.  As part of its launch, XYZ also 

launched a multimedia direct comparative advertising campaign that compares .XYZ to .COM in 

several ways.  Compl. ¶¶ 17-35, 40, 53. 

A key promotional message from XYZ is that XYZ has achieved the most registrations of 

all new gTLDs, and at the time this case was filed, XYZ made repeated statements asserting that 

it had achieved between 400,000 and 750,000 new registrations.  Not disclosed is the fact that 

XYZ attained these numbers by an enormous “free” giveaway scheme whereby XYZ registered 

users for .XYZ domain names without their knowledge and consent.  Compl. ¶ 53.  One of the 

entities that was automatically registered for a .XYZ domain name was Plaintiff Verisign itself.  

Verisign discovered after the fact that a .COM domain that Verisign uses was automatically 

registered in Verisign’s name as a .XYZ name.  Verisign never authorized or consented to this 

registration.  Compl. ¶ 48. 

A second core promotional message from XYZ is to disparage the availability of 

common-word domain names available on .COM.  In its advertising, XYZ states “it’s impossible 

to find a domain name that you want,” and that “all of the good real estate is taken.  The only 

thing that is left is something with a dash or maybe three dashes and a couple of numbers on it.”  

Compl. ¶¶ 25-27.2   

                                                 
2 Defendants’ statements that the .COM registry has no names left except “something with a dash 

or maybe three dashes and a couple of numbers on it,” Compl. ¶ 27 is false as alleged in the 

Complaint (see, e.g., Compl. ¶¶ 3(a), 30).  Additionally, if the Court is inclined to take judicial 

notice, Verisign sponsors a contest for users who register brand new .COM names.  See .COM, 
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The foregoing false and misleading statements are made as part of a comparative 

advertising campaign in which XYZ has attempted to position itself as a superior alternative to 

.COM.  For example, the visual in XYZ’s video commercial depicts XYZ as a brand new sports 

car and .COM as a 25 year-old Honda Civic.  Compl. ¶¶ 17-25.  The ad used the slogan “Move 

over .com – XYZ is for the next generation of the Internet.”  Compl. ¶ 17.  XYZ’s website also 

falsely trumpets the message that reputable third-party organizations such as NPR have called 

XYZ “the next .com” (even though those third party organizations said no such thing).  Compl. 

¶¶ 31-41.  When the false statements are seen in the context of this comparative advertising 

campaign, the reasonable inference is that XYZ intends to divert customers or potential 

customers of Verisign to XYZ based on false statements. 

ARGUMENT 

I. Applicable Substantive Law:  The Lanham Act Permits Civil Lawsuits For False 

And Misleading Advertising Statements 

The Lanham Act provides a private right of action to a company whenever its competitor 

publishes a false or misleading statement of fact about the parties’ products or services.  The 

Lanham Act’s prohibition on false or misleading statements was enacted “to stop the kind of 

unfair competition that consists of lying about goods or services.” Castrol, Inc. v. Pennzoil Co., 

                                                 

https://www.verisignInternetofficial.com/ (last visited 5/03/15).  Clicking on the “Winners” 

section reveals the 5 winners of the best new .COM registrations for the first Quarter of 2015 

(after Defendants’ false statements).  The following brand new .COM’s were 5 names among 

hundreds of thousands registered in the first quarter of 2015: 

1. Chooseyourtattoo.com 

2. Electricmotorcycleclub.com 

3. Perfecthairstylist.com 

4. SecretSnitch.com 

5. StressDetector.com 
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987 F.2d 939, 941 (3d Cir. 1993).  The statute is “designed to protect consumers and competitors 

from any duplicitous advertising or packaging which results in unfair competition.” Cashmere & 

Camel Hair Mfrs. Inst. v. Saks Fifth Ave., 284 F. 3d 302, 310 (1st Cir. 2002) (Lanham Act 

violation where use of the word “cashmere” implied virgin cashmere, and this term was false 

because the fabric at issue actually was recycled cashmere).   

Section 43(a) of the Lanham Act extends broadly to any “false or misleading description 

of fact, or false and misleading representation of fact” that “misrepresents the nature, 

characteristics, qualities, or geographic origin of [the advertiser’s] or another person’s goods, 

services, or commercial activities.”  15 U.S.C. § 1125(a)(1)(B).   

The statute specifically states that any person who uses “in connection with any goods or 

services” any false description or representation, including words or other symbols tending 

falsely to describe or represent the same “shall be liable in a civil action by any person who 

believes that he is or is likely to be damaged by [the use of such false description or 

representation].”  15 U.S.C. §1125(a).   

The Lanham Act applies broadly to any statement disseminated into interstate commerce 

including not only “traditional advertising” but also to many forms of non-traditional 

advertising such as verbal statements by sales representatives,3 letters,4 emails attaching “white 

papers,” 5and other non-traditional advertising media.   

The Lanham Act is triggered when the “defendant ma[kes] a false or misleading 

description of fact or representation of fact … about his own or another’s product.”  Scotts Co. 

                                                 
3 Schering Corp. v. Pfizer, Inc., 189 F.3d 218, 230 (2d Cir. 1999). 

4 Mobius Management Systems, Inc. v. Fourth Dimension Software, Inc., 880 F. Supp. 1005, 

1019–21 (S.D.N.Y. 1994). 

5 Reckitt Benckiser Inc. v. Motomco Ltd., 760 F. Supp. 2d 446 (S.D.N.Y. 2011). 
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v. United Industries, 315 F. 3d 264, 272 (4th Cir. 2002) (emphasis added).  Here, XYZ did both.  

XYZ made false statements about its own product (e.g., that it has hundreds of thousands of 

registrations that were in fact faked by XYZ’s auto-registration scheme) and XYZ disparaged 

Verisign’s .COM (e.g., that it was impossible to register a common word as a domain name in 

the .COM registry, and that the “only thing that is left is something with a dash, or maybe three 

dashes and a couple of numbers in it.”).   

The Lanham Act prevents both literal and implied falsity.  In other words, a plaintiff may 

prevail in a Lanham Act false advertising case by showing that “the contested statement or 

representation . . . [is] either false on its face or, although literally true, likely to mislead and to 

confuse consumers[.]”  C.B. Fleet Co. v. SmithKline Beecham Consumer Healthcare, L.P., 131 

F.3d 430, 434 (4th Cir. 1997).  The Lanham Act authorizes injunctive relief and recovery of 

attorney fees even when no measurable damages can be determined.  In fact, most Lanham Act 

cases are resolved by the entry of injunctive relief.  See Groupe SEB USA, Inc. v. Euro-Pro 

Operating LLC, 774 F.3d 192, 204-06 (3d Cir. 2014) (affirming an injunction regarding an 

advertising statement that a household iron had “more powerful steam” than a competitor 

product). 

 Courts in this Circuit have not hesitated to provide relief from false advertising.  See 

PBM Products, LLC v. Mead Johnson & Co., 639 F.3d 111, 128 (4th Cir. 2011) (affirming 

permanent injunction and $13.5 million award for a leaflet that stated “only Enfamil LIPIL is 

clinically proven to improve brain and eye development.”); Sanderson Farms, Inc. v. Tyson 

Foods, Inc., 547 F. Supp. 2d 491 (D. Md. 2008) (granting an injunction to stop competitor 

chicken manufacturer from misrepresenting the qualities of chicken); JTH Tax, Inc. v. H & R 

Block E. Tax Servs., Inc., 28 Fed. Appx. 207, 217 (4th Cir. 2002) (affirming grant of injunctive 
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relief to stop tax service from using the term “refund” to describe what was technically an 

interest-free loan and ordering the defendant to pay the plaintiff’s attorneys fees). 

 Other Circuits are in accord.  See Merck Eprova AG v. Gnosis S.p.A., 760 F.3d 247, 253 

(2d Cir. 2014) (affirming the injunction and award of profits, treble damages and attorney’s fees 

for defendant’s use of the pure Isomer Product chemical name and properties in its marketing 

materials for Extrafolate); Northern Star Industries v. Douglas Dynamics, 848 F. Supp. 2d 934 

(E.D. Wis. 2002) (enjoining false advertising regarding snow plows); Church & Dwight Co. v. 

Clorox Co., 840 F. Supp. 2d 717 (S.D.N.Y. 2012) (entering injunction to stop cat litter ad that 

claimed superior odor control); Osmose, Inc. v. Viance, LLC, 612 F.3d 1298 (11th Cir. 2010) 

(injunction affirmed enjoining advertising statement related to efficacy of wood preservation 

product); Novartis Consumer Health, Inc. v. Johnson & Johnson-Merck Consumer Pharm. Co., 

290 F. 3d 578, 598-99 (3d Cir. 2002) (affirming preliminary injunction enjoining defendant’s use 

of name “Mylanta Night Time Strength” because defendant could not substantiate that the 

product was uniquely formulated for nighttime use as the product name necessarily implied); 

Time Warner Cable, Inc. v. DIRECTV, Inc., 475 F. Supp. 2d 299, 307 (S.D.N.Y. 2007), aff’d in 

relevant part, 497 F. 3d 144, 158, 163 (2d Cir. 2007) (granting a preliminary injunction where 

DIRECTV’s statement “settling for cable would be illogical” was found to be literally false 

because it implied that DIRECTV had superior picture quality to cable, when the picture quality 

between cable and DirecTV was actually equivalent); S.C. Johnson & Son, Inc. v. The Clorox 

Co., 241 F. 3d 232 (2d Cir. 2001) (affirming preliminary injunction against plastic bag 

manufacturer preventing it from using Goldfish commercials falsely advertising that a 

competitor’s product leaked more); Surdyk’s Liquor, Inc. v. MGM Liquor Stores, Inc., 83 F. 
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Supp. 2d 1016 (D. Minn. 2000) (preliminarily enjoining wine merchant from disseminating false 

advertisements for “available” products that it did not have in stock). 

II. XYZ’s Argument That Verisign Lacks Standing Is Frivolous 

XYZ advances a frivolous argument that Verisign lacks standing to sue, relying on the 

Supreme Court’s Lexmark decision6— which actually expands standing—and also relies on two 

inapplicable intellectual property cases.  Motion at 5-7.   

Verisign and XYZ are direct competitors and XYZ’s advertising statements are premised 

on a comparative superiority claim that uses references to .COM by name.  Compl. ¶¶ 2, 16, 17, 

20, 27, 30, 32, 35, 40.  Standing in a Lanham Act false advertising case is obvious in such 

circumstances.  In Lexmark, cited by XYZ, the Supreme Court unanimously clarified that 

Lanham Act standing does not even require direct competition, and stated that the test for 

standing is not “especially demanding,” that the “benefit of any doubt goes to the plaintiff,” and 

that the test “forecloses suit only when plaintiff’s ‘interests are so marginally related to or 

inconsistent with the purposes implicit in the statute that it cannot reasonably be assumed that’ 

Congress authorized that plaintiff to sue.”  Lexmark, 134 at 1389 (quoting Match-E-Be-Nash-

She-Wish Band of Pottawatomi Indians v. Patchak, 132 S. Ct. 2199, 2210 (2012)).  Standing is 

satisfied where a defendant “denigrates a plaintiff’s product by name . . . [or when] defendant 

damages [the plaintiff] product’s reputation[.]”  Id. at 1393. 

Lexmark involved a counterclaim by defendants Static Control.  Significantly, Static 

Control and Lexmark were not classically direct competitors.  Lexmark manufactured toner 

cartridges and Static Control manufactured microchips used to refurbish those toner cartridges.  

At issue were Lexmark’s statements suggesting that it was illegal to use Static Control’s 

                                                 
6 Lexmark, 134 S. Ct. at 1389. 
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microchip to refurbish Lexmark’s toner cartridges.  In a unanimous decision by Justice Scalia, 

the Court stated that plaintiff merely must identify a “commercial interest in sales or business 

reputation[,]” as this interest necessarily “fall[s] within the zone of interests protected by the law 

invoked.”  Id. at 1388-90.  The Court’s decision resolved a Circuit split and removed the direct 

competitor requirement of the Seventh, Ninth, and Tenth Circuits, which favored defendants.   

Verisign is a direct competitor and the subject of XYZ’s false statements and therefore 

Verisign easily satisfies this test.  It is this head-to-head competitor setting, coupled with express 

comparative claims naming .COM and alleged to be misleading, that conclusively establishes 

plausible standing, irreparable harm, and damages.  The Court in Lexmark accepted standing 

despite the absence of these factors.  See Lexmark,134 S. Ct. at 1393 (quoting Harold H. 

Huggins Realty, Inc. v. FNC, Inc., 634 F.3d 787, 799 n. 24 (5th Cir. 2011)) (quotations omitted) 

(“This case, it is true, does not present the ‘classic Lanham Act false-advertising claim’ in which 

‘one competito[r] directly injur[es] another by making false statements about his own goods [or 

the competitor’s goods] and thus inducing customers to switch.’”).  In direct-competition setting, 

it is even easier for Plaintiff.  See Irwin Indus. Tool Co. v. Worthington Cylinders Wisconsin, 

LLC, No. 3:08cv291, 2009 WL 606218 at *7 (W.D.N.C. Mar. 9, 2009) (plaintiff stated claim of 

injury to survive motion to dismiss where complaint alleged that defendant’s false advertising 

damaged plaintiff’s goodwill, diminished its sales, and unjustly increased defendant’s profits); 

compare Groupe SEB USA, Inc. v. Euro-Pro Operating LLC, 774 F.3d 192, 204-06 (3d Cir. 

2014) (explaining that the presumption that plaintiff “is likely to suffer irreparable harm to its 

brand reputation and goodwill—is supported not by a general rule or presumption but by the 

literally false comparative advertising claims at issue, the competitive relationship between the 

Case 1:14-cv-01749-CMH-MSN   Document 46   Filed 05/04/15   Page 14 of 34 PageID# 424



11 

 

parties and products, and the judgment of [plaintiff] that the harm to [plaintiff’s] brand reputation 

and goodwill is impossible to quantify.”).7 

Lexmark is uniformly viewed as expanding and liberalizing standing in Lanham Act false 

advertising cases.  See Lexmark and the Death of Initial Interest Confusion, Deborah R. 

Gerhardt, 7:1 LANDSLIDE 22 (2014) (“[the new Lexmark test] will permit more false advertising 

litigation in federal court”); Standing—Civil Procedure—Lexmark International., Inc. v. Static 

Control Components, Inc., 128 HARV. L. REV. 321 (2014) (“By requiring only that plaintiffs 

adequately plead the Lexmark inquiry, more litigants will be given a chance to prove [their] 

case—including cases and controversies courts would prefer to avoid.”) (quotations omitted).   

Courts have rejected those isolated attempts from defendants in false advertising cases to 

restrict standing after Lexmark.  For example, in Greater Houston Transp. Co. v. Uber 

Technologies, Inc., No. 4:14–0941, 2015 WL 1034254, at *8 (S.D. Tex. Mar. 10, 2015), 

defendants moved to dismiss the case based on Lexmark.  In Uber, plaintiffs alleged that “both 

Uber and Lyft have compared themselves to traditional taxi companies with regard to insurance 

coverage and general safety.”  Id.  The court denied the motion to dismiss and found that 

“[w]hile Plaintiffs have not offered the precise amount of business they have lost, they have 

alleged that Defendants’ misrepresentations sway consumers of vehicle-for-hire services to use 

their services, resulting in damage to competing transportation services, such as Plaintiffs.” Id. 

(quotations omitted).  The court held “[a]s in the Lexmark case, this Court finds that Plaintiffs 

                                                 
7 Even at summary judgment, issues regarding causation and damages in Lanham Act false 

advertising cases typically cannot be resolved by pretrial motion.  See PBM Products, LLC v. 

Mead Johnson Nutrition Co., No. 3:09-CV-269, 2010 WL 56072, at *6 (E.D. Va. Jan. 4, 2010) 

(denying summary judgment motion regarding damages), aff’d, 639 F.3d 111 (4th Cir. 2011). 
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have alleged injuries to “a commercial interest in sales or business reputation proximately caused 

by the defendant’s misrepresentations.”  Id. 

Lexmark was issued during the same term last year with another landmark Supreme 

Court Lanham Act false advertising case: POM Wonderful, LLC v. The Coca-Cola Co., 134 S. Ct. 

2228 (2014).  In Pom, the Supreme Court rejected a defense to a Lanham Act false advertising 

case based on FDA primary jurisdiction.  The Defendant there argued that its juice label 

complied with detailed FDA regulations, and that the plaintiff’s Lanham Act false advertising 

case was attempting to circumvent the FDA and expose the defendant to different and additional 

requirements.  The Court held in favor of the Plaintiff.  In a significant comment on the limits of 

agency power and expertise, the Supreme Court held that the FDA “does not have the same 

perspective or expertise in assessing market dynamics that day-to-day competitors possess” and 

that it was the competitors, not the federal agency, who possessed an “awareness of unfair 

competition practices . . . [that are] far more immediate and accurate than that of agency rule 

makers and regulators.”  Id. at 2238.   

Lexmark and Pom—both unanimous decisions of the Supreme Court from last year—

underscore the Court’s instruction that Lanham Act is a broad statute intended to allow the 

market participants wide access to federal courts to vindicate competitive harm.  The thrust of 

XYZ’s entire standing analysis is at odd with these rulings. 

XYZ also attempts to rely on Judge Lee’s recent trademark decision in Belmora, LLC v. 

Behr Consumer Care A.G., 1:14–cv–00847–GBL–JFA, 2015 WL 518571 (E.D. Va. Feb. 6, 

2015).  XYZ’s citation to Belmora is inexplicable.  Belmora is a trademark case (not a false 

advertising case) where the Court found that the plaintiff did not have any trademark rights in the 

United States because plaintiff never used the trademark in the United States.  Given the 
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foregoing, it is not surprising that Judge Lee found that the plaintiff’s interest in Belmora “do not 

fall within the zone of interests Congress intended to protect under Section 43(a) of the Lanham 

Act because Behr does not possess a protectable interest in the FLANAX mark in the United 

States.”  Belmora, 2015 WL 518571, at *7 (emphasis added).  The Belmora decision was based 

on a novel request to extend trademark protection internationally—issues having nothing to do 

with the false statements XYZ disseminated in this case.  For example, Judge Lee noted that 

plaintiff’s theory “would require the Court to extend the Lanham Act protections to an 

international mark that was not used in the United States commerce.  Doing so would run 

contrary to the purposes of the Lanham Act as the economic losses [the Act] seeks to protect are 

those emanating from infringement of a mark protected in the United States.”  Id. at *10.  These 

comments on trademark law are instructive to parties litigating trademark disputes but are 

irrelevant to this false advertising case.8 

III. XYZ’s Advertising Statements Easily Qualify As “Commercial Advertising Or 

Promotion” 

XYZ next argues that its advertising statements challenged in this lawsuit do not qualify 

as “commercial advertising or promotion” under the Lanham Act.  Motion at 7-9.  However, the 

Complaint establishes that XYZ in fact pushed out a coordinated advertising campaign that 

repeats consistent advertising messages across multiple online media (including the false 

statements that XYZ has attained more than a half a million registrations and that there are no 

word names available on .COM that do not have dashes).  The Complaint quotes advertising 

                                                 
8 XYZ also cites another intellectual property case, Avalos v. IAC/Interactive Corp., No. 13–CV–

8351 (JMF), 2014 WL 5493242 (S.D.N.Y. October 30, 2014), which involved alleged misuse of 

photographs owned by plaintiff on defendants’ dating website.  Unlike this case, the parties in 

Avalos were not competitors and the plaintiff could not identify the threat of any competitative 

injury needed for a false advertising claim.   
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statements posted and disseminated on blogs, YouTube, and XYZ’s website—i.e., the 

advertising center stage for what XYZ calls the “new Internet.”  Compl. ¶¶ 4, 17, 27, 31, 40, 53. 

The Lanham Act case law establishes that even a single utterance, letter, or other 

promotional statement, whether made verbally or in writing, can qualify under the “commercial 

advertising or promotion” requirement as long as it is made for the purpose of influencing a 

commercial transaction and communicated to the relevant purchasing entities. See, e.g., Tao of 

Sys. Integration, Inc. v. Analytical Servs. & Materials, Inc., 299 F. Supp. 565 (E.D. Va. 2004) 

(single bid proposal); Mobius Mgmt. Sys. v. Fourth Dimension Software, 880 F. Supp. 1005, 

1019-21 (S.D.N.Y. 1994) (single letter).  Given the consistent messaging across different 

advertising material on different online media quoted and attached to the Complaint, it is clear 

that XYZ is not making isolated statements but rather is orchestrating a coordinated 

message.  “[T]he touchstone of whether a defendant’s actions may be considered commercial 

advertising or promotion under the Lanham Act is that the contested representations are part of 

an organized campaign to penetrate the relevant market.”  Reckitt Benckiser, 760 F. Supp. 2d at 

452 (quotations omitted).  

Courts interpret the “commercial advertising or promotion” requirement very broadly and 

flexibly to reach numerous promotional statements that would never be considered “traditional 

advertising” in layman’s terms.  See Mobius Mgmt. Sys. v. Fourth Dimension Software, 880 F. 

Supp. 1005, 1019-21 (S.D.N.Y. 1994) (a single letter addressed to a potential customer designed 

to discourage the customer from purchasing plaintiff’s product constituted commercial 

advertising or promotion under Section 43(a)); see also Seven-up Co. v. Coca-Cola Co., 86 F.3d 

1379, 1385 (5th Cir. 1996) (defendants’ sales presentation to eleven bottlers was actionable 

under the Lanham Act); United Services Auto. Ass’n v. Mitek Sys., Inc., No. SA–12–CV–282–
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FB, 2013 WL 652420, at *5 (W.D. Tex. Feb. 15, 2013) (finding that a press release could arguably 

be “commercial advertising or promotion” where it concerned the nature or quality of Mitek’s 

products); Bracco Diagnostics, Inc. v. Amersham Health, Inc., 627 F. Supp. 2d 384, 460-62 

(D.N.J. 2009) (holding that alleged oral statements by defendants’ sales representatives to 

defendants’ potential customers constituted “commercial advertising or promotion”); Merck 

Eprova AG v. Gnosis S.p.A., 760 F.3d 247, 257 (2d Cir. 2014) (statements on “[product] 

specification sheets, brochures, data sheets, and certificates of analysis” found to violate the false 

advertising prohibition under the Lanham Act).  For example, in Reckitt Benckiser, the court 

entered an injunction to stop a company from emailing a “white paper” (which in turn discussed 

EPA regulatory developments), to retailers despite the fact that such communications were never 

seen by ultimate consumers of the product).  Reckitt Benckiser, 760 F. Supp. 2d at 446  

XYZ also relies on Tao of Sys. Integration, Inc. v. Analytical Servs. & Materials, Inc., 

299 F. Supp. 565 (E.D. Va. 2004), but that case again favors Verisign because the identical 

“commercial advertising or promotion” argument was rejected and the motion to dismiss was 

denied.  In Tao, the challenged statements were made in a bid proposal to NASA.  The 

statements in question “misrepresent[ed] Tao as a venture or subsidiary of [the defendant].”  Id. 

at 569.  The defendant moved to dismiss and argued that these isolated statements in a single bid 

proposal could not constitute “commercial advertising or promotion” under the Lanham 

Act.  The Court denied the motion, holding that “[w]hile . . . the submission of a proposal in 

response to a NASA request . . . is not advertising in the traditional sense of the term . . . it is 

reasonable to infer that in the aeronautical engineering industry, services are promoted through 

proposals to the relevant government agency.”  Id. at 574.  Likewise here, it is reasonable to 

assume that those customers and investors looking for domain names would “google” XYZ and 
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review websites and social media (such as blogs and YouTube videos), and other online 

messages.  

XYZ also argues that Negari’s statement made to NPR—that “all of the good real estate 

is taken. The only thing that is left is something with a dash, or maybe three dashes and a couple 

of numbers in it,” Compl. ¶ 27—should be treated as an isolated response to an unsolicited 

inquiry by a news organization and therefore not commercial advertising or promotion under the 

Lanham Act.  Motion at 9.  However, the Complaint alleges that defendants republished the 

false statements on the public XYZ website.  Compl. Ex. 3 (where 3.2 million people visit 

monthly) (Compl. Ex. 10 at 3).  The post to the XYZ website implores the website visitors to “be 

sure to check out the whole story,” and helpfully provides a link to the full NPR interview.  

Compl. Ex. 3 (emphasis added).  This is the same website posting where XYZ makes the literally 

false statement that NPR “described .xyz as the next .com” when in fact NPR actually said no 

such thing.  Compl. Ex. 3.   

XYZ’s republication and outright promotion with the NPR story to 3.2 million unique 

visitors to its website per month is fatal to XYZ’s argument.  See, e.g., United Fabricare Supply, 

Inc. v. 3Hanger Supply Co., Inc., No. CV 12-03755-MWF FFMX, 2012 WL 2449916, at *1 

(C.D. Cal. June 27, 2012) (company republished an inaccurate news article on its website and 

thereby became responsible for its content ); Gordon & Breach Sci. Publishers S.A. v. Am. Inst. 

of Physics, 859 F. Supp. 1521, 1543 (S.D.N.Y. 1994) (the court distinguished between the initial 

publication of articles and the defendant’s “secondary,” promotional use of those materials; the 

secondary publication makes it commercial speech of the re-publisher).  See also Lee v. Dong-A 

Ilbo, 849 F.2d 876, 878 (4th Cir. 1988) (“Under the republication rule, one who repeats a 

defamatory statement is as liable as the original defamer” because the “republisher adopts the 
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defamatory statement as his own.”).  In a similar fashion the FTC took action against an 

advertiser who appeared on Dr. Oz to promote the weight loss properties of green coffee beans. 

The FTC’s complaint cited the repeated repurposing of the interview in the defendants various 

marketing channels.  See FTC Press Release dated 1/26/2015, available at 

https://www.ftc.gov/news-events/press-releases/2015/01/marketer-who-promoted-green-coffee-

bean-weight-loss-supplement.9 

In addition, Negari’s statement that the “only thing that is left is something with a dash, 

or maybe three dashes and a couple of numbers in it,” is a consistent message with the YouTube 

video, Compl. Ex. 1, that states that it is “impossible to find the domain name that you want” on 

.COM—reflecting a coordinated and orchestrated advertising campaign.  It is also consistent 

with Exhibit 9 to the Complaint, where Negari says this: 

My vision for .xyz began with my ambition to provide competition and choice for 

the next generation of internet users. Whether you’re an individual, small business 

or corporation, an online presence is essential in today’s world. However, the 

available options have been limited and the next generation of innovators and 

internet users are left with scraps. 

  

Why should the next generation be at a disadvantage? Emerging markets – 

populations just getting online today – should not be forced into a 3, 4, or 5 word 

domain name nearly 30 characters long that puts you at an inherent 

disadvantage in your worldwide marketing efforts. 

 

                                                 
9 See also Bochetto v. Gibson, 860 A.2d 67, 70-73 (Pa. 2004) (a complaint filed with a court is 

immune from liability for defamation but when the complaint is republished outside of court 

process, that is an “extra-judicial communication,” immunity is lost and the complaint can be 

actionable in defamation); Asay v. Hallmark Cards, Inc., 594 F.2d 692, 698 (8th Cir. 1979) 

(“Thus, while a defamatory pleading is privileged, that pleading cannot be a predicate for 

dissemination of the defamatory matter to the public or third parties not connected with the 

judicial proceeding.  Otherwise, to cause great harm and mischief a person need only file false 

and defamatory statements as judicial pleadings and then proceed to republish the defamation at 

will under the cloak of immunity.”). 
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Compl. Ex. 9.  Negari should not be permitted to argue that his statement is “isolated” when it is 

obviously a core promotional message that he is pushing out across multiple media. 

XYZ’s brief acknowledges that the “commercial advertising or promotion” test turns on 

the nature of the industry at issue.  Motion at 8-9.  This is a fact-intensive inquiry into how the 

relevant industry advertises or promotes its products and services and therefore the inquiry is not 

suitably addressed on a challenge to the legal sufficiency of the pleadings. 

        XYZ cites to Cavalier Tel., LLC v. Verizon Virginia Inc.  However, in that case the 

court found allegations that the defendant made an “unspecified number of alleged [oral] 

contacts with [the plaintiff’s] customers” in “a total market of at least several million Virginia 

telecommunications customers” to be insufficient.  208 F. Supp. 2d 608, 617-18 (E.D. Va. 

2002).  It is absurd to compare a case alleging an unspecified number of oral contacts and the 

case at hand where XYZ has posted the false and misleading statements on their company 

webpage available for the entire world to view, and where it boasts that 3.2 million unique 

visitors sign on monthly.  Compl. Ex. 10 at 3.  Importantly, XYZ has failed to cite a single case 

to support its nonsensical position that published false statements on a corporate website and on 

other online media are not “widely disseminated.” 

               XYZ’s argument that “lightly trafficked personal and corporate blogs” are not “widely 

disseminated” (Motion at 8) is in fact a throwback to a by-gone era—the events of the past 10 

years have changed the advertising industry with large swaths of “traditional” ads going away 

and being replaced by social and other online media, including blogs, websites, and 

YouTube.  Now, “in the Twenty–First Century, the Internet has become the venue for the 

advertising and sale of all manner of goods and services.”  Kinbook, LLC v. Microsoft Corp., 866 

F. Supp. 2d 453, 470 (E.D. Pa. 2012).  “In recent years, companies have increasingly migrated 
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from traditional media advertising in favor of social new media marketing.”  Michael Baroni, 

Bribes & Boasting: New Rules for Social Media Advertising, Orange County Bar Association, 

March 2010, at 10; ThermoLife Int’l, LLC v. Gaspari Nutrition, Inc., No. CV 11-01056-PHX-

NVW, 2012 WL 3744715, at *2 (D. Ariz. Aug. 28, 2012) (denying a motion to dismiss a false 

advertising claim based on disparaging statements on a blog post and a company 

website).  When a person wants information about a product or service, that person does not 

watch television or flip through magazines for print ads.  Instead, the person “googles” the 

product and is transported to precisely the type of blog, YouTube video, and website on which 

the Complaint is based.  The younger and more tech-savvy the target audience, the more 

pronounced is this phenomenon.  Millennials, for example, do not even own television sets and 

do not listen to commercials on the radio; instead, they “stream” entertainment on their mobile 

device, engage their digital friends on Facebook and Instagram, and google constantly.   

        This trend is all the more pronounced with the product here—.XYZ domain names.  Not 

only is it an Internet product, but the XYZ pitch is expressly aimed at the “next generation of the 

[I]nternet.”  Compl. ¶ 17 (emphasis added).  A blog such as Negari’s blog or the YouTube video 

is always present in cyberspace and can be accessed endlessly, again and again. 

        Finally, the Court need not accept XYZ’s unilateral characterization that XYZ’s online 

statements are “lightly trafficked” because the level of dissemination is precisely knowable 

through data aggregating services such as “Google Analytics”10, and Verisign is pursuing 

discovery seeking data showing the actual amount of traffic.   

                                                 

10 See Ogletree, Abbott, Clay & Reed Law Firm, L.L.P. v. FindLaw, No. 14-cv-340, 2014 WL 

2611862, at *2 (D. Minn. June 11, 2014) (“Ogletree used Google Analytics to track its website 

performance, such as how many visitors used the websites, where the users had navigated from, 

and what they were doing on the websites.”); Am. Broad. Companies, Inc. v. Aereo, Inc., No. 12-

cv-80300, 2013 WL 1508894, at *4 (N.D. Cal. Apr. 10, 2013) (“information regarding the 
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IV. XYZ’s Tactic Of Analyzing Parts Of The Advertising Campaign In Isolation 

Violates The Lanham Act Rule Requiring Statements To Be Viewed In Its Full 

Context 

XYZ’s brief employs the oft-tried tactic of isolating some of the advertising statements 

and making arguments about each one standing alone, rather than evaluating their cumulative 

impact.  For example, XYZ argues that its statement that it is “impossible to find the name you 

want” in .COM is a subjective statement (Motion at 10-11) – an argument that requires the Court 

to ignore the fact that XYZ itself elaborated upon what this advertising statement means when it 

said that the “only thing that is left is something with a dash, or maybe three dashes and a 

couple of numbers in it,” Compl. ¶ 27 (emphasis added), and that .COM only has “scraps,” i.e., 

undesirable domain names that are an unmanageable 30 characters or longer, Compl.  Ex. 9 

(emphasis added), which is demonstrably untrue.  XYZ also attaches a “chart” to its Motion that 

identifies each statement – one by one – and evaluates them in isolation from each other rather 

than acknowledging their accumulated impact (as would any consumer, or as would a survey 

expert).   

Lanham Courts have long held that advertising must be considered “in its entirety” and 

the courts should not engage in “disputatious dissection”; instead, the “entire mosaic” of the 

advertisement “should be viewed rather than each tile separately.”  Procter & Gamble Co. v. 

Ultreo, Inc., 574 F. Supp. 2d 339, 345 (S.D.N.Y. 2008).   

The “relevant issue in a false advertising case is the consumer’s reaction to the 

advertisement as a whole and in context.”  The Scotts Co. v. United Indus., 315 F.2d 264, 280 

                                                 

internet traffic flow and Aereo users’ access provided in the Google Analytics information would 

demonstrate the impact on the potential market….”); Columbia Pictures Indus., Inc. v. Bunnell, 

No. 06-cv-1093, 2007 WL 4916964, at *8-9 (C.D. Cal. May 7, 2007) (granting motion to compel 

reports from Google Analytics—a service used by defendants to analyze the site’s traffic.”). 
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(4th Cir. 2002) (emphasis added).  “As the Fourth Circuit has noted, assessing whether an 

advertisement is literally false, requires a court to analyze the message conveyed within its full 

context.”  PBM Products v. Mead Johnson Nutrition Co., No. 3:09–CV–269, 2009 WL 5090862, 

at *4 (E.D. Va. Dec. 24, 2009), aff’d, 639 F.3d 111 (4th Cir. 2011) (emphasis added); JTH Tax, 

Inc. v. H & R Block E. Tax Servs., 128 F. Supp. 2d 926, 934 (E.D. Va. 2001) (“In this case, the 

Court finds that Defendants’ ‘Spend more quality time with your refund’ advertisement without 

the fine print disclaimer is literally false, particularly when examined in the context of the whole 

advertisement.”) (emphasis added).   

See also Western Sugar Cooperative v. Archer-Daniels-Midland Co., 2011 WL 

11741501 at *6 n.6 (C.D. Cal. Oct. 21, 211) (denying motion to dismiss false advertising claim 

that high fructose corn syrup was “corn sugar” because the statement is “best understood in the 

context of a broad advertising campaign” designed to equate high fructose corn syrup with 

sugar).  R.H. Donnelley Corp. v. Illinois Bell Telephone Co., 595 F. Supp. 1202, 1206-07 (N.D. 

Ill. 1984) (“[T]he television ad must be viewed in conjunction with the entire ad campaign at 

issue.  When viewed in the context of the entire ad campaign, the ad is likely to mislead potential 

customers into believing that IBT has been and is the sole creator of the Yellow Pages, to RHD’s 

injury.”); Frisch’s Restaurants, Inc. v. Elby’s Big Boy of Steubenville, Inc., 514 F. Supp. 704, 

710 (S.D. Ohio 1981) (“Standing alone, neither the Ohio Elby’s WTRF billboards nor the 

advertisements on WTRF-TV say that Ohio Elby’s are ‘Big Boy’ restaurants.  Functioning 

together, however, the billboards and TV advertisements create the likely impression in the 

consumer that “Big Boy” products are available at Ohio Elby’s.”), aff’d in part, rev’d in part, 

670 F.2d 642 (6th Cir. 1982).   
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XYZ’s approach to evaluate each statement separately is uniformly rejected.  For 

example, in Trident Products & Servs., LLC v. Canadian Soiless Wholesale, Ltd., No. 

3:10CV877-HEH, 2011 WL 2938483, at *1, 3 (E.D. Va. July 19, 2011), this Court denied a 

motion to dismiss where a plaintiff alleged that the defendants published false and misleading 

statements on their website and observed that “defendants urge the Court to parse each of the 

statements from the Complaint and evaluate each one individually[.]” (emphasis added)  The 

Court rejected the tactic because it found it “logical to evaluate the statements together” as part 

of the entire context.  Id. at *4 (denying defendant’s motion to dismiss). 

XYZ commits this analytical error in each of XYZ’s arguments about the advertising 

statements as shown below. 

V. XYZ’s False Advertising Statement Cannot Be Immunized By A “Puffery” Defense 

XYZ argues for dismissal on the basis that it is not making any potentially actionable 

advertising statement but rather is engaged in “mere puffery.”  Docket 34 at 9-12.  However, a 

puffing defense cannot be sustained where, as here, the defendant has advanced specific and 

concrete claims.  For example, XYZ asserts a literal falsehood that as of August 2014:  “.XYZ 

has received the most registrations of all new gTLDs with 447,544 domains registered.”  Compl. 

¶ 53(b).  This is demonstrably and measurably false.  The Complaint alleges that this number 

does not in any way reflect bona fide XYZ registrants, but instead is the fake number XYZ was 

able to conjure by its so-called “giveaway” program whereby it registered unsuspecting 

entities—including Verisign—to deceive the marketplace into believing that XYZ had attained a 

quantifiable level of market penetration that it had not in fact attained.  See Dunn v. Borta, 369 

F.3d 421, 431 (4th Cir. 2004) (when seller goes beyond mere exaggeration and “assigns to the 

article qualities which it does not possess,” he transcends the limits of “puffing” and “engages in 
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false representations.”).  This is not opinion—it is a provable lie to say that XYZ had 447,544 

registrations in August 2014.   

The fake half million registration statement is also false because it reflects an improper 

“half-truth.”  Promoting the registration numbers triggered a legal duty to tell the rest of the story 

– namely, that the registration numbers include hundreds of thousands of registrations that were 

given away (without the customer’s knowledge or consent).  Disclosure of the “rest of the story” 

is important to convey the truth.  For example, in Johnson & Johnson-Merck Consumer 

Pharmaceuticals Company v. Procter & Gamble Co., 285 F. Supp. 2d 389 (S.D.N.Y. 2003), the 

court enjoined the slogan for Prilosec, “One Pill. 24 Hours. Zero Heartburn.”  Id. at 391. The 

court concluded that the slogan necessarily implied that Prilosec starts providing heartburn relief 

immediately; in fact, Prilosec does not begin working until five hours after ingestion.  Id. at 392. 

It is literally true that the chemical function of Prilosec begins immediately upon ingestion, but 

this is not the period of relief from heartburn.  Id.  The court found that the slogan was both 

literally false and false under the necessary implication doctrine11 and therefore did not require a 

survey or other extrinsic evidence of consumer reaction before issuing an injunction.  Id. at 393.  

The slogan was a “half-truth,” and falsely overstated, by necessary implication, Prilosec’s speed 

to relief. The court stated that “One Pill. 24 Hours. Zero Heartburn” simply does not equal “One 

Pill. Wait 5 hours.  Only then Zero Heartburn for the next 24 hours.” Id. at 391. 

Tellingly, XYZ’s moving papers literally ignore these concrete allegations of falsity and 

instead dwell on the “softer” portions of XYZ’s advertising campaign which, as noted in Section 

                                                 
11 See Scotts Co. v. Pennington Seed, Inc., No. 3:12–CV–168, 2012 WL 6004140, at *4 (E.D. 

Va. Nov. 30, 2012) (“A literally false message may be either explicit or conveyed by necessary 

implication when, considering the advertisement in its entirety, the audience would recognize the 

claim as readily as if it had been explicitly stated.”). 
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IV above, is a common yet futile defense tactic that contradicts the rule in Lanham Act cases that 

courts must consider the entirety of the advertising campaign at issue within its whole context.  

In any event, under Rule 12(c), XYZ cannot ignore those portions of the Complaint (and its 

advertising campaign) that are inconvenient for its legal theory. 

A puffing defense requires factual determinations not suitable for a challenge to the legal 

sufficiency of the pleadings where the plaintiff’s allegation and inferences therefrom must be 

taken as true.  Courts consistently express reluctance to entertain puffing defenses on a challenge 

to the pleadings.  See Nutrition & Fitness, Inc. v. Mark Nutritionals, Inc., 202 F. Supp. 2d 431, 

436 (M.D.N.C. 2002) (denying motion to dismiss on this issue, and noting the difficulty in 

determining whether advertisements were puffery or actionable false advertising at motion-to-

dismiss stage, as opposed to summary-judgment stage).  For example, one court in another 

judicial district refused to dismiss a Lanham Act claim on puffery grounds because puffery “is 

similar to that of proximate cause, a rule that the Court applies on an ad hoc basis where it thinks 

recovery should not be permitted for largely unexpressed reasons of policy and repressed 

biases.”  Verizon Directories Corp. v. Yellow Book USA, Inc., 309 F. Supp. 2d 401, 407-08 

(E.D.N.Y. 2004).  The Court concluded that puffing is evaluated based on the evidence, not just 

on the pleadings.  See id. (holding that a “motion to dismiss on the pleadings on the theory of 

puffery cannot be granted.”).12         

                                                 
12 Defendants refer to the JTH Tax case in a way that suggests that case favors XYZ (Motion at 

11); however, to the contrary, the plaintiff prevailed in this Lanham Act false advertising 

case.  In JTH Tax, this Court found that H&R’s advertising statement “[s]pend more quality time 

with your refund” was not only actionable under the Lanham Act but was false because the 

advertiser did not disclose that the money at issue was not the actual “refund” but was instead a 

“no interest” loan.  128 F. Supp. 2d 926, 934-35 (E.D. Va. 2001).  The Fourth Circuit affirmed 

and explained that accuracy matters, and even though consumers get the money quickly, the 

money is not technically the refund, and “consumers associate loans with a bundle of 

unfavorable conditions and obligations, many of which have nothing to do with the payment of 
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 Defendants also attempt to portray the term “impossible” in connection with an 

advertising statement as per se puffery.  Unfortunately for defendants, a puffery defense failed in 

a case where a detergent company asserted “whiter is not possible.”  Clorox Co. Puerto Rico v. 

Proctor & Gamble Commercial Co., 228 F.3d 24, 38-39 (1st Cir. 2000) (taken in context, 

statement “Whiter is not possible” by manufacturer of non-chlorinated laundry detergent was not 

puffery because it was provable and measurable).   

 By demanding a final adjudication of their puffery defense at the pleadings stage, 

Defendants are asking the Court to ignore these precedents.  See Fed. Trade Comm’n v. Trudeau, 

579 F.3d 754, 765 (7th Cir. 2009) (finding claim of “easy” weight loss to be specific enough to 

be deceptive); Castrol, Inc. v. Pennzoil Co., 987 F.2d 939, 946 (3d Cir. 1993) (a claim that motor 

oil provided “longer engine life and better engine protection” was not puffery); Autodesk, Inc. v. 

Dassault Systemes Solidworks Corp., 685 F. Supp. 2d 1001, 1017-18 (N.D. Cal. 2009) (while 

subjective and not measurable in isolation, when viewed in context the statement that 

defendant’s computer program can “work easily” with any version of software is not puffery); 

Pizza Hut, Inc. v. Papa John’s Int’l, Inc., 227 F.3d 489, 501 (5th Cir. 2000) (slogan “Better 

Ingredients. Better Pizza” was not mere puffery when considered in context of series of 

comparative ads).  

                                                 

interest.” JTH Tax, Inc. v. H & R Block E. Tax Servs., Inc., 28 Fed. Appx. 207 (4th Cir. 

2002).   The Court affirmed the injunction and ordered the defendant to pay the plaintiff’s 

attorneys’ fees.   Id. at 218-19.  From reading XYZ’s Motion, one would be led to conclude that 

the plaintiff was unsuccessful based on a puffery defense when in fact just the opposite is 

true.  Misleadingly, XYZ does not cite to the Lanham Act false advertising analysis in JTH 

Tax.  Rather, it cites to a section of the case where the court denied H&R’s affirmative defense of 

unclean hands and in that context found the term “fastest” to be exaggerated sales-talk.  128 F. 

Supp. 2d 926 at 950. 
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VI. The Visual Images In XYZ’s Video Are Actionable Under Well-Established 

Lanham Act Law 

 XYZ incorrectly argues that visual images in advertising cannot communicate factual 

claims but rather are subjective and convey messages that are “in the eye of the beholder.”  

Motion at 10 (arguing disingenuously that the visual comparison of the cars in XYZ’s video 

could actually be seen as communicating the reliability of .COM versus the riskiness of XYZ).  

XYZ is wrong as a matter of law.  Lanham Act courts have long held that visual images 

communicate facts that can be actionable under the Lanham Act.  See, e.g., S.C. Johnson & Son, 

241 F.3d at 238 (finding that visual images of water leaking from a plastic food bag 

communicated false claim about comparative performance of the baggies); McNeil-PPC, Inc., 

351 F. Supp. 2d at 251, 254 (visual image of a stream of Listerine going between teeth 

communicates the false message that Listerine has all of the benefits of flossing); Coca-Cola Co. 

v. Tropicana Products, Inc., 690 F.2d 312, 318 (2d Cir. 1982) (visual image of Olympic star 

Bruce Jenner squeezing an orange into an orange juice carton falsely implied that the juice was 

fresh squeezed when in fact it was actually pasteurized). 

 Taking the facts in the Complaint as true and inferences in Verisign’s favor, and 

recognizing that Verisign need not “prove its case” on a Rule 12(c) motion or resolve advertising 

interpretation, the image of the car communicates obvious messages that XYZ and .COM are at 

least comparable (in performance and security) and, in fact, .XYZ has superior utility and 

performance.  But comparisons often trigger an obligation to disclose unfavorable differences.  

See Rhone-Poulenc Rorer Pharm., Inc. v. Marion Merrell Dow, Inc., 93 F.3d 511, 516 (8th Cir. 

1996); Am. Home Prods. Corp. v. Johnson & Johnson, 654 F. Supp. 568, 590 (S.D.N.Y. 1987).  As 

Verisign will prove at trial, XYZ lacks the stability, performance, and market penetration that it 

claims—and none of these qualities are equivalent with .COM.  In addition, this lawsuit is not 
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about a video showing two cars – the video cannot be read in isolation but rather must be viewed 

in the context of all of the other advertising messages described in the Complaint.    

VII. XYZ’s Defense That Its Statements Are “Literally True”—Even If Considered—

Ignores Verisign’s Implied Falsity Claim 

XYZ’s protest that “most” of its advertising statements are “literally true,” Motion at 1, 

12-13, amounts to nothing more than a denial of a factual dispute for the jury.  In any event, a 

defense of literal truth could not, as a matter of law, result in judgment on the pleadings because 

the Lanham Act prohibits advertising statements that are “literally true” but nevertheless 

impliedly false (such as through material omission) (e.g., saying that you have 447,544 

registrants as of August 2014 but failing to disclose the truth that this number was generated by a 

free give away and that these registrants are phantom registrants that do not exist).  

This Court has long held that “there are claims that may be literally true or ambiguous but 

which implicitly convey a false impression, are misleading in context, or are likely to deceive 

consumers.”  PBM Products, 2010 WL 723750, at *3 (citing Black & Decker Inc. v. Pro-Tech 

Power Inc., 26 F. Supp. 2d 834, 862 (E.D. Va. 1998) (emphasis added)); see also Design 

Resources, Inc. v. Leather Indus. Of Am., 900 F. Supp. 2d 612, (M.D.N.C. 2012) (“Plaintiff’s 

allegations could, under some factual circumstances, plausibly support a claim that Defendant 

Cory’s statement to Furniture Today might be literally true but misleading.  Those circumstances 

are best addressed at the summary judgment stage of these proceedings when a full factual 

record would allow a determination of those circumstances.  Because Plaintiff has identified the 

statements at issue and alleged that they were deceptive, along with at least some context to 

support that allegation, the allegations are sufficiently plausible to plead the first element of a 

Lanham Act claim.”); accord Merck Eprova AG., 760 F.3d at 253 (holding that although the 
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descriptions used in the advertising were literally true, the plaintiff had made impliedly false 

statements that were intended to mislead customers). 

For example, XYZ’s statement about 447,544 registrations implies that 447,544 

individuals and businesses thought so highly of XYZ that they paid money to register an XYZ 

domain name, and actually associated their name with an XYZ extension (e.g., “Microsoft.xyz” 

or “Disney.xyz”).  These 447,544 consumers thus are portrayed by XYZ as testimonialists who 

endorse XYZ and attest to its legitimacy by its purchasing of an XYZ domain.  The truth is 

completely different:  the vast majority of these registrations are “fake.”  Verisign itself 

ironically is an example of the deception having discovered to its dismay that XYZ had 

registered Verisign’s “gtld-servers” domain name on the XYZ system.  Not only did Verisign not 

authorize, consent, or even know that XYZ would have the audacity to register its domain on 

XYZ, as is clear from this lawsuit, Verisign does not in any way wish to “endorse” XYZ, provide 

testimonial purchasing conduct to XYZ, or otherwise provide “evidence” of XYZ’s status or 

share of the market.  To the contrary, Verisign believes that XYZ is an unethical company that is 

a “bad apple” in the very industry in which Verisign is a pioneer and leader. 

CONCLUSION 

 For the foregoing reasons, Verisign respectfully requests that the Court deny XYZ’s 

motion for judgment on the pleadings in its entirety.   

 As set forth above, XYZ’s request for a final judgment now, on the pleadings alone and 

before it has produced a single piece of paper past due in discovery, requires the Court to 

disregard the allegations of the Complaint and well-established Lanham Act law. 

 In the alternative, to the extent that the Court believes any portion of XYZ’s motion has 

merit, Verisign respectfully requests leave pursuant to Fed.R.Civ.P. 15(a)(1) to amend the 

Complaint to address any pleading deficiencies. 
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