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IN THE UNITED STATES DISTRICT COURT 

EASTERN DISTRICT OF VIRGINIA 

(Alexandria Division)  

 

VERISIGN, INC., 

 

  Plaintiff, 

 

  v. 

 

XYZ.COM, LLC, et al., 

 

  Defendants. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

Case No. 1:14-cv-01749-CMH-MSN 

 

PLAINTIFF’S REPLY IN SUPPORT OF MOTION TO STAY 

CONSIDERATION OF ATTORNEY’S FEES PENDING APPEAL 

 

Plaintiff VeriSign, Inc. (“Verisign”) hereby replies in support of its motion to stay 

consideration of Defendants’ motion for attorney fees until the appeal is resolved (Docket 406), 

respectfully stating as follows: 

1. Verisign argued in its opening papers that this Court should stay consideration of 

attorney’s fees because: (a) the Court already stayed consideration of Verisign’s motion to strike 

Defendants’ Bill of Costs (Docket 405); (b) the Court had the authority to stay consideration of 

attorney’s fees under Rule 54; and (c) other courts have recognized the prudence of waiting until 

the appeal is resolved before ruling on fees. See Docket 406. 

2. Defendants do not dispute these points, but argue that “the Fourth Circuit has 

advised district courts to promptly hear and decide claims to attorney fees to avoid piecemeal 

appeals.” Docket 419 at 1 (citing Langham-Hill Petroleum Inc. v. Southern Fuels Co., 813 F.2d 

1327, 1331 (4th Cir. 1987)). In Langham, however, the parties contested the jurisdiction of the 

court to award fees. The Fourth Circuit held that the district court retained jurisdiction to award 

fees after the appellant filed a notice of appeal. See Langham-Hill, 813 F.2d at 1330-31 (rejecting 
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appellant’s argument that “the award of attorney’s fees was improper because the district court 

does not retain jurisdiction of a case after a notice of appeal is filed”). Here, no party challenges 

jurisdiction—the issue is the Court’s discretion under Rule 54, where the Court has already 

stayed Verisign’s motion pertaining to the Bill of Costs.  

3. Defendants next argue that because either party may appeal a ruling on attorney’s 

fees, therefore judicial economy favors resolving all issues at once. Docket 419 at 1-2. This logic 

is flawed. Just because either party may appeal does not mean that deciding the motion now will 

conserve judicial resources. To the contrary, staying the motion will conserve substantial time 

and resources should the Fourth Circuit reverse summary judgment and remand for trial. By 

prudently staying the motion now, the Court would avoid wasting resources on the instant 

motion just as the Court avoided wasting resources with respect to Defendants’ Bill of Costs. 

Indeed, even if Verisign is unsuccessful on appeal, the Fourth Circuit’s analysis will likely be 

highly relevant to assisting this Court in deciding Defendants’ motion. See AstraZeneca AB v. 

Mutual Pharm. Co., 2003 WL 22794868, at *2 (E.D. Pa. Nov. 12, 2003) (staying determination 

of attorney’s fees in a patent case and holding that the “determination of whether this is an 

exceptional case will depend, in part, on the outcome of the appeal…”). For this reason alone, 

prudence and judicial economy strongly favor the stay Verisign seeks.  

4. Other courts have concluded that judicial economy favors staying a determination 

of fees until after appeal in such circumstances. See Pharmacia & Upjohn Co. v. Mylan Pharm., 

Inc., 182 F.3d 1356, 1360 n.2 (Fed. Cir. 1999) (“The district court, on remand, may wish to 

consider staying consideration whether this is an exceptional case until we review the [judgment 

in another case involving the same patent]”); Callpod, Inc. v. GN Netcome, Inc., 2010 WL 

4411954, at *2 (N.D. Ill. Nov. 1, 2010) (“Here, the Defendants acknowledge that the 
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determination of whether to grant attorney fees is a two-step process and they do not object to 

Callpod’s motion to stay pending appeal briefing on whether this is an exceptional case”). 

5. Defendants appear to want to re-litigate the Court’s stay of Verisign’s motion to 

strike their Bill of Costs because they cite to a case where a court ruled otherwise. See Docket 

419 at 2 (citing Singleton v. Dep’t of Correctional Educ., 2003 WL 22299039, at *1 (W.D. Va. 

Oct. 3, 2003) (“[M]y discretion is best exercised by proceeding with a review of the taxation of 

costs because it would avoid piecemeal appeals.”)). Briefing on Verisign’s motion is not the 

appropriate mechanism to seek reconsideration of the stay. Here, the Court stayed proceedings 

regarding the Bill of Costs and that same rationale supports staying proceedings regarding 

attorney’s fees. 

6. The other cases on which Defendants rely also weigh in favor of staying this 

matter. Defendants rely on Wells Fargo Bank, Nat. Ass’n v. Walls, 2013 WL 869902 (E.D. Va. 

Mar. 4, 2013) and United States v. Terry S. Johnson, in his official capacity as Alamance County 

Sheriff, 2015 WL 8346676 (M.D.N.C. Dec. 8, 2015). See Docket 419 at 1-2. 

7. In Wells Fargo, the matter before the Court involved a failure to pay on a 

promissory note—the terms of which permitted Wells Fargo to recover its attorney’s fees. Wells 

Fargo, 2013 WL 869902, at *2. There, the only question was reasonableness—which the pro se 

plaintiff did not reasonably dispute. Id. at *2-*3. Here, by contrast, Defendants’ entitlement to 

fees is at issue—which, unlike the matter in Wells Fargo, will benefit from the Fourth Circuit’s 

determination on the merits. In Terry S. Johnson, the government lost a discrimination suit 

against a sheriff under the Equal Access to Justice Act, which provides that the prevailing party 

may recover fees “unless the court finds that the position of the United States was substantially 

justified or that special circumstances make an award unjust.” 2015 WL 8346676, at *2 (citing 
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28 U.S.C. § 2412(d)(1)(A)). Here, by contrast, the Lanham Act makes an award of attorney’s 

fees the exception rather than the rule. See First Data Merchant Services Corp. v. 

SecurityMetrics, Inc., 2015 WL 5734413 (D. Md. Sept. 22, 2015) (denying motion for attorney’s 

fees under the Lanham Act). See also Docket 410 at 10 (collecting cases demonstrating that 

district courts in this Circuit routinely deny motions for attorneys’ fees under the Lanham Act 

framework).  

8. The Court and the parties will profit by waiting until the appeal is over to tackle 

what is bound to be a “litigation within a litigation” regarding the attorney’s fees question. 

Litigation involving the extent of permissible discovery where difficult questions of work 

product and privilege are bound to be presented plus the additional added expense of experts and 

motions practice related thereto can all be avoided for now, and in any event will certainly be 

informed to a great extent by the outcome of the pending appeal. As with Defendants’ Bill of 

Costs, this motion should be stayed. 

WHEREFORE, for the reasons in this reply and in its opening papers, Verisign 

respectfully requests that the Court stay consideration of the motion for attorney’s fees until after 

the appeal is resolved. 

Dated: December 28, 2015   /s/    

Randall K. Miller (VSB No. 70672)) 

Nicholas M. DePalma (VSB No. 72886) 

Kevin W. Weigand (VSB No. 81073) 

Taylor S. Chapman (VSB 81968) 

VENABLE LLP 

8010 Towers Crescent Drive, Suite 300 

Tysons Corner, VA 22182 

Phone: (703) 905-1404 / Facsimile: (703) 821-8949 

E-mail: rkmiller@venable.com 

 

      Counsel to Plaintiff VeriSign, Inc.   
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CERTIFICATE OF SERVICE 
 

 I certify that on this 28th day of December, 2015, I caused a copy of the foregoing to be 

filed electronically with the Court’s CM/ECF system, which will send a Notice of Such Filing to 

all counsel of record authorized to receive notice of such filing, including: 

 

Derek A. Newman (admitted pro hac vice) 

Newman Du Wors, LLP 

100 Wilshire Boulevard 

Suite 940 

Santa Monica, CA 90401 

310.359.8188 Tel 

310.359.8190 Fax 

dn@newmanlaw.com 

 

Counsel for Defendants 

 

Timothy J. Battle 

524 King Street 

Alexandria, VA 22320-4593 

(703) 836-1216 Tel 

(703) 549-3335 Fax 

Email: tjbattle@verizon.net 

 

Counsel for Defendants 

/s/    

Randall K. Miller (VSB No. 70672)) 

Nicholas M. DePalma (VSB No. 72886) 

Kevin W. Weigand (VSB No. 81073) 

Taylor S. Chapman (VSB 81968) 

VENABLE LLP 

8010 Towers Crescent Drive, Suite 300 

Tysons Corner, VA 22182 

Phone: (703) 905-1404 / Facsimile: (703) 821-8949 

E-mail: rkmiller@venable.com 

 

      Counsel to Plaintiff VeriSign, Inc. 
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