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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

ALEXANDRIA DIVISION 

Verisign, Inc.,   

Plaintiff, 

v. 

XYZ.com, LLC and Daniel Negari, 

Defendants. 

Civil Action No. 1:14-cv-01749 CMH-MSN 
 
 
 
 

 
REPLY IN SUPPORT OF 

DEFENDANTS’ MOTION FOR ATTORNEY FEES UNDER 15 U.S.C. § 1117(a)  
 

I. Introduction 

In March, before the parties incurred substantial expense, XYZ sent Verisign a letter 

outlining the law and explaining why Verisign could not prevail in this lawsuit. (Dkt. 385-14.) 

Verisign did not back down. After 25 depositions, 18 subpoenas, seven ancillary actions, and over 

a million dollars in fees, the Court issued an opinion with conclusions strikingly similar to those 

in XYZ’s March letter. Verisign never had a basis for this lawsuit. And Verisign never 

entertained settling this case because it is the self-proclaimed “steward of the industry” 

compelled to punish XYZ for publicly stating unflattering opinions about Verisign. 

Even now, Verisign continues to litigate against XYZ with a second lawsuit that lacks merit 

but will cost too much. The Court should grant XYZ’s motion for fees because Verisign filed a 

baseless claim, litigated unreasonably, and should be deterred from continuing its crusade. 

II. Discussion 

XYZ is entitled to an award of attorney fees if it can demonstrate any of the following:  

1) Verisign’s overall claim was “objectively unreasonable;” or  

2) Verisign litigated the case in an unreasonable manner; or  
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3) Based on the particular circumstances of this case, there is a need to compensate XYZ 

or deter Verisign’s future conduct. 

Georgia-Pacific Consumer Prods. LP v. von Drehle Corp., 781 F.3d 710, 721 (4th Cir. 2015) 

(citing Octane Fitness, LLC v. ICON Health & Fitness, Inc., 134 S. Ct. 1749 (2014)). XYZ need not 

show bad faith on Verisign’s part in order to prevail, only that a preponderance of the evidence 

favors it on any of the three bases mentioned above. See Octane, 134 S. Ct. at 1756–58 (no bad 

faith required and appropriate standard is preponderance of evidence). On this record, the Court 

should award fees under any of the three factors. 

A. Verisign’s survival of the motion for judgment on the pleadings does not make its 
claim “objectively reasonable” because the Court had to assume all facts were true, 
and Verisign knew (or should have known) at the time its alleged facts were untrue. 

At the pleading stage, all allegations and inferences are treated as true regardless of 

whether the plaintiff has a reasonable basis for alleging them. Thus, as other courts have pointed 

out in applying Octane, “the fact that a plaintiff survives a motion to dismiss does not necessarily 

equate to the [plaintiff having a colorable claim].” Bayer CropScience AG v. Dow AgroSciences 

LLC, No. 12-256 (RMB/JS), 2015 WL 108415, at *6 (D. Del. Jan. 5, 2015) report and 

recommendation adopted in part, No. 12-256 (RMB/JS), 2015 WL 1197436 (D. Del. Mar. 13, 2015). 

This is particularly true here where the order denying XYZ’s motion for judgment on the 

pleadings did not comment on the merits of Verisign’s claim. Id. (See also Dkt. 59 (denying 

motion without comment).) And at summary judgment, the Court recognized that many of the 

statements Verisign complained of were puffery and opinion as a matter of law. (Dkt. 380 at 6–8.) 

The proper question is not whether Verisign properly alleged facts in its complaint. The 

question is whether Verisign’s lawsuit was reasonable based on the facts available at filing, and 

whether any facts arose during discovery that made the case unreasonable. See Bayer CropScience 

AG, 2015 WL 108415, at *3–7; see also Yufa v. TSI Inc., No. 09-cv-01315-KAW, 2014 WL 

4071902, at *3–5 (N.D. Cal. Aug. 14, 2014). Verisign should not have filed this lawsuit and, 

having filed it, should have abandoned it early in discovery. 
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1. Verisign knew or should have known that its case was intrinsically flawed early 
in the litigation because XYZ’s statements were not actionable as a matter of 
law, and Verisign never suffered harm. 

On March 3, 2015, before any discovery or major expense, XYZ sent a detailed letter to 

Verisign identifying the many reasons why Verisign’s case was baseless. (Dkt. 385-14.) The 

Court’s memorandum opinion granting summary judgment identified strikingly similar 

conclusions about the lack of merit in Verisign’s case. In March, XYZ offered to compromise and 

settle the matter, including modifications to XYZ’s future conduct. Verisign never meaningfully 

responded to XYZ’s legal positions, and never made a settlement offer.  

As a sophisticated party represented by top-tier counsel, Verisign should have known that 

Negari’s statements to NPR in the context of a bona fide news story could not form the basis of a 

Lanham Act claim. Boule v. Hutton, 70 F. Supp. 2d 378, 390 (S.D.N.Y. 1999), aff’d, 328 F.3d 84 

(2d Cir. 2003); accord Gmurzynska v. Hutton, 355 F.3d 206, 210–11 (2d Cir. 2004); J. Thomas 

McCarthy, 5 McCarthy on Trademarks § 27:71, n.30 (4th ed. 2015) (see line of cases cited). In 

the NPR interview, Negari stated that “all the good real estate is taken,” which Verisign should 

have known was non-actionable opinion and hyperbole.  

Similarly, Verisign could not have reasonably thought that the light-hearted Two Cars 

Video about the finding the domain name “you want” would form a colorable claim under the 

Lanham Act. Verisign had no evidence when it filed the complaint about any consumers being 

confused, nor did it have any reasonable basis for suspecting such evidence existed. Verisign’s 

own expert witness—employee Andy Simpson—testified that whether a domain name was 

“good” or not was inherently subjective. This is particularly powerful evidence that Verisign 

knew, or should have known, that its claim was unreasonable. See Bayer CropScience AG, 2015 

WL 108415, at *5 (awarding attorney fees in part because party’s own witnesses’ testimony 

supported idea that claim was unreasonable). 

A Lanham Act false-advertising plaintiff cannot proceed with a claim unless it has evidence 

of harm. See Lexmark Int’l, Inc. v. Static Control Components, Inc., 134 S. Ct. 1377, 1395 (2014) (“a 

plaintiff must plead (and ultimately prove) an injury to a commercial interest in sales or business 
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reputation proximately caused by the defendant’s misrepresentations”). Given that Verisign had 

access to its own sales numbers when it filed the lawsuit, Verisign could not allege lost sales to 

<.com>. So Verisign relied on a presumption of reputational harm. But two United States 

Supreme Court decisions provide that no presumption exists under the law. See eBay, Inc. v. 

MercExchange, L.L.C., 547 U.S. 388, 393–94 (2006); Winter v. Natural Res. Def. Council, Inc., 555 

U.S. 7, 22 (2008). 

Midway through the litigation, Verisign shifted its case theory to allege damage to its 

<.net> registry, even though its complaint was about <.com>. Verisign supported this theory with 

an expert showing nothing more than correlation between the continued <.net> decline and the 

time of XYZ’s statements. But as the Court observed, “correlation is not causation.” (Dkt. 380 

at 13.) This “frivolous or objectively unreasonable” position makes this case exceptional and 

warrants an award of attorney fees. Georgia-Pacific, 781 F.3d at 721. 

2. Verisign mischaracterizes the Court’s Daubert decision, and Verisign’s 
evidence on summary judgment failed to create an issue of material fact for all 
but one element of Verisign’s claim. 

As a suggested basis for opposing this motion for attorney fees, Verisign claims the Court 

denied XYZ’s motions to disqualify Verisign’s experts. But in truth, the Court expressly reserved 

ruling on the questions of whether the experts’ methodology supported their conclusions, and 

whether their testimony was relevant. (See Dkt. 312 at 3.) The order Verisign cites provided only 

that Verisign’s witnesses were qualified as experts—which XYZ never disputed. And in its 

memorandum opinion granting summary judgment, the Court found the damages-expert 

testimony unreliable because it pointed “only to correlation, not causation.” (Dkt. 380 at 13.) 

The Court did not recognize the merit of any Verisign expert testimony. 

Similarly, Verisign’s remaining evidence at summary judgment was either found to be 

irrelevant, inadmissible, or insufficient to create a triable issue of fact on any of the disputed 

elements of Verisign’s claim. Verisign cannot rely on this same evidence to establish a reasonable 

belief in the merits of its claim. 
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3. Since Georgia-Pacific and Octane decrease the burden to establish an exceptional 
case, XYZ’s authority showing Verisign’s case was exceptional under the higher 
standard before them still applies.  

Verisign argues that XYZ should not rely on cases that predate Georgia-Pacific and Octane 

because they changed the law. But the Supreme Court in Octane relaxed the exceptional-case 

standard. The Court eliminated any subjective bad-faith requirement, and lowered the standard 

of proof to a preponderance of the evidence. Octane, 134 S. Ct. at 1756–58; see also Georgia-Pacific, 

781 F.3d at 720–21 (recognizing Octane as controlling authority for Lanham Act exceptional case 

decisions). 

So XYZ’s cited authority applying a higher standard remains good law. The new standard 

makes obtaining a fee award easier for a prevailing party on an exceptional-case theory. By 

contrast, the cases Verisign relied on at pages 14 and 15 of its opposition are distinguishable 

because they focused on the presence or absence of bad faith.1 But bad faith is no longer part of 

the exceptional-case inquiry. Octane, 134 S. Ct. at 1756–58. 

Verisign’s claim was objectively unreasonable when Verisign filed it and only got weaker as 

the litigation progressed. Verisign ignored opportunity after opportunity to stop litigating its 

baseless claim, but chose to push forward based on incorrect legal theories and insufficient 

evidence. 

                                                        
1See Schwartz v. Rent A Wreck Am. Inc., 468 F. App’x 238, 255 (4th Cir. 2012) (affirming the 
district court’s observation that “I’m not sure how I conclude that [appellants] acted in bad faith 
in any way or otherwise...put forward a totally groundless claim.”); People for Ethical Treatment of 
Animals v. Doughney, 263 F.3d 359, 370 (4th Cir. 2001) (requiring plaintiff to show that the 
defendant acted in bad faith); US Gates Int’l, LLC v. Light Star Travel Agency, Inc., No. 1:10cv32 
(JCC/JFA), 2010 WL 5300822, at *1–3 (E.D. Va. Dec. 22, 2010) (applying bad-faith requirement 
and a clear-and-convincing standard); see also Potomac Conference Corp. of Seventh-Day Adventists 
v. Takoma Acad. Alumni Ass’n, Inc., No. DKC 13-1128, 2014 WL 857947, at *23 (D. Md. Mar. 4, 
2014) (implying bad faith required for showing of exceptional case).  
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B. Verisign litigated the case unreasonably by seeking overly-broad discovery from XYZ 
and from third parties across the country, and by continuing to pursue its claim even 
after its intrinsic flaws became apparent.  

Verisign demanded overly broad, highly-sensitive discovery from XYZ. It then publicly 

disclosed this confidential information, and inappropriately used this case to gain access to other 

industry members’ private information.  

Verisign attempts to defend its disclosure of XYZ’s confidential information by arguing 

that both parties publicly disclosed each other’s confidential information. But XYZ—unlike 

Verisign—suffered irreparable harm as a result of the public disclosure. (See Dkt. 384.) And 

Verisign’s efforts to show that XYZ had “unclean hands” is irrelevant to the exceptional-case 

inquiry. See Bayer CropScience AG, 2015 WL 108415, at *7 (refusing to referee the parties’ “name 

calling” and noting that nonprevailing party’s efforts to show that prevailing has “‘unclean 

hands’ is an unneeded distraction and is irrelevant”). 

Verisign claims it subpoenaed documents from 16 third parties to prosecute this case 

because it believed that Defendants would not provide the information. But Verisign subpoenaed 

documents from third-parties before attempting to obtain the documents from Defendants. (See 

Verisign, Inc. v. XYZ.com, LLC, No. 2:15-mc-00208-JFW-PLA (C.D. Cal. June 17, 2015), 

Declaration of Derek Linke in Support of Motion to Quash (Dkt. 4).) For example, Verisign 

demanded that Negari’s accountant produce all his personal financial statements before 

requesting these documents from Defendants in the underlying action. (Id.) 

And several of Verisign’s third-party subpoenas seemed designed to evade proper judicial 

supervision of the discovery process. For example, Verisign served a third-party subpoena on 

Wednesday, July 1 demanding production of documents on Monday, July 6. But July 3 was a 

federal holiday, July 4 was Independence Day, and July 5 was a Sunday. This left XYZ with less 

than 24 hours to lodge any objections to the subpoena in a foreign court. 

Many of the third-party subpoenas were not related to the advertising at issue. Instead, 

Verisign used third-party subpoenas to police third-party speech by demanding the identity of 

others who were making statements similar to XYZ about the lack of <.com> availability. (See 

Case 1:14-cv-01749-CMH-MSN   Document 420   Filed 12/24/15   Page 6 of 10 PageID# 6983



7 

Dkt. 385-4, 385-8.) Verisign also used third-party discovery to gain access to other emerging 

competitor’s trade secrets. (See Dkt. 385-4, 385-8.) And Verisign demanded documents from 

third parties to build a case against XYZ in an entirely separate action. (See Dkt. 385-9.)  

C. The Court should deter Verisign from using paper-thin legal claims to harass 
competitors.  

At various times during this litigation, Verisign has held itself out as a “global leader”2 that 

brought this action to “police [XYZ’s] misconduct”3 and weed out “a ‘bad apple’ in the very 

industry in which Verisign is a pioneer and leader.”4 Even now, having lost summary judgment, 

Verisign continues to defend its actions as those of “a steward of the industry.”5  

Verisign believes its industry status, longevity, and reputation somehow give it the right to 

police its competitors’ speech under the guise of consumer protection. This case only arose 

because Daniel Negari offered an unflattering opinion of Verisign’s core business during an 

unsolicited interview with National Public Radio—a bona fide news organization.  

Verisign filed this lawsuit to punish rather than resolve a legitimate dispute. By the time 

XYZ could obtain summary judgment, it had already paid a steep price for daring to voice a 

negative opinion about Verisign’s <.com> registry. And because Verisign enjoys enormous 

advantages in market power, revenue, and legal resources over nascent competitors like XYZ, it 

can continue to file lawsuit after lawsuit, regardless of its likelihood of success. 

Verisign’s crusade continues. Although Judge O’Grady dismissed Verisign’s conspiracy 

charge, it pursues a meritless tortious interference claim against XYZ. Like in this case, XYZ sent 

Verisign a letter outlining the factual and legal flaws in Verisign’s case. (See Declaration of 

Eugene Rome, December 24, 2015, ¶ 2, Ex. A.) For example, one element of a tortious-

interference claim is knowledge of the contractual relationship by the defendant. Due to 

                                                        
2 Dkt. 1 (Complaint) ¶ 10. 
3 Dkt. 46 (Opposition to Motion to Dismiss) at 3. 
4 Id. at 28. 
5 Dkt. 410 (Opposition to Motion for Attorney Fees) at 1. 
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Verisign’s own confidentiality requirement in its contract, XYZ could not have known about the 

contractual relationship. 

In these circumstances, an award of attorney fees is an appropriate measure of 

compensation to XYZ for having to defend against what was, at best, a weak and tenuous claim. 

Perhaps more importantly, awarding fees is an appropriate deterrent to discourage Verisign from 

using civil litigation to police free speech it finds offensive. 

III. Conclusion 

Verisign’s false-advertising claim lacked merit from the start and only weakened with time. 

While Verisign lost at summary judgment, it succeeded in harassing its loudest critic and 

distracting its most dangerous competitor with nearly a year’s worth of expensive, time 

consuming, and reputation-damaging litigation. The federal court system does not exist for that 

anticompetitive purpose. The Court should deter Verisign from similar conduct in the future, 

especially in light of its filing yet another dubious suit against XYZ and its still-defiant claim to be 

a self-appointed “steward of the industry” responsible for policing its competitors’ speech. XYZ 

respectfully requests the Court find this to be an exceptional case and grant XYZ’s motion for 

attorney fees and nontaxable costs.  

  

Dated December 24, 2015. Respectfully Submitted,   
 
/s/        
Timothy J. Battle 
Timothy J. Battle Law Offices 
VSB# 18538 
524 King Street  
Alexandria, VA 22320-4593 
(703) 836-1216 Tel 
(703) 549-3335 Fax  
tjbattle@verizon.net 
 
Derek A. Newman, admitted pro hac vice 
Jason B. Sykes, admitted pro hac vice  
Derek Linke, admitted pro hac vice 
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Sophy J. Tabandeh, admitted pro hac vice 
Newman Du Wors LLP 
100 Wilshire Blvd., Suite 940 
Santa Monica, CA 90401 
(310) 359-8200 Tel 
(310) 359-8190 Fax 
dn@nemanlaw.com  
 
Counsel for Defendants XYZ.com LLC and  
Daniel Negari 
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CERTIFICATE OF SERVICE 

I certify that on December 24, 2015, I electronically filed the foregoing with the Clerk of 

Court using the CM/ECF system, which will send a notification of such filing (NEF) to the 

following: 
 

Nicholas Martin DePalma  
Randall Karl Miller  
Kevin William Weigand 
Taylor S. Chapman 
VENABLE LLP  
8010 Towers Crescent Drive 
Suite 300  
Tysons Corner, VA 22182 
rkmiller@venable.com 
kwweigand@venable.com 
tschapman@venable.com 
racolaizzi@venable.com 
 
Stephen Keith Marsh 
Marsh PLLC 
1940 Duke Street 
Suite 200 
Alexandria, VA 22314 
stephen.marsh@marshpllc.com 
 

 
 

/s/      
Timothy J. Battle 
VSB# 18538 
524 King Street  
Alexandria, VA 22320-4593 
(703) 836-1216 Tel 
(703) 549-3335 Fax  
tjbattle@verizon.net  
Counsel for XYZ.com and Daniel Negari 
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