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INTRODUCTION 

The Court should deny Defendants’ motion because none of the three factors described 

by the Fourth Circuit in Georgia-Pacific Consumer Prods LP v. von Drehle Corp., 781 F. 3d 

710, 721 (4th Cir. 2015) are met. Verisign did not file an objectively baseless case, but acted as a 

steward of the industry to remedy what it believed were Lanham Act violations. Verisign’s 

theories prevailed on Defendants’ Rule 12(c) motion. Verisign did not litigate unreasonably—

discovery was expensive because Defendants—not Verisign—improperly withheld documents. 

Defendants allege that Verisign acted improperly under the protective order by filing a 

detailed unredacted exhibit list. But both parties filed their exhibit lists publicly, and both parties 

later sealed those lists. There was nothing improper about these filings. However, Defendants 

themselves on two other occasions did publicly file Verisign’s protected information. Indeed, 

Defendants filed Verisign’s protected information on the public docket in this motion—just 

before midnight on December 4, 2015 disclosing attorney’s eyes only information. Verisign 

obtained extraordinary relief on a Saturday to mitigate any harm caused by this filing. 

Defendants then filed a redacted motion, and a blogger published a story linking to the redacted 

filing on Sunday. Verisign’s alleged violation of the protective order in light of Defendants’ 

actions on this motion alone do not support a finding of willful misconduct against Verisign. 

Verisign recognizes that the Court entered summary judgment. But that does not make 

this case exceptional under the Lanham Act. 

MOTION TO STAY HEARING AND DECISION PENDING APPEAL 

Verisign has moved to stay consideration of fees until after its appeal is resolved. Docket 

406. Verisign’s motion is consistent with the Court’s earlier ruling staying consideration of 

Verisign’s motion to strike Defendants’ Bill of Costs pending appeal (Docket 405). 

Alternatively, Verisign sets forth its substantive opposition below.  
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RELEVANT BACKGROUND 

I. VERISIGN INITIATED THIS CASE TO HOLD ACCOUNTABLE A COMPANY 

AND ITS CEO THAT VERISIGN BELIEVED WAS MISLEADING 

CONSUMERS AND HARMING VERISIGN 

A. Pre-Filing Evidence Supported Verisign’s Case 

Verisign did not file this case to harass a competitor, but to right a wrong—Defendants’ 

false statements about <.com> availability and later statements about registration numbers giving 

the impression of legitimate registrant-driven demand. Verisign did not file this case without first 

exploring voluntary resolution. Verisign sent a demand letter concerning Defendants’ statements 

about <.com> to which Defendants never responded. See Compl. ¶¶ 37-39 and Compl. Ex. 4 

(Docket 1-4). Verisign also did not file this suit until after Network Solutions registered Verisign 

for an <.xyz> extension without Verisign’s knowledge or consent. Compl. ¶ 48. 

At the time Verisign filed this case, Verisign had knowledge that: 

 Negari stated on NPR with respect to <.com> that “[t]he only thing that is left is 

something with a dash, or maybe three dashes and couple of numbers in it.” 

Compl. ¶ 27 and Compl. Ex. 2 (Docket 1-2) and this was verifiable as false; 

 Network Solutions registered Verisign for “gtld-servers.xyz” without Verisign’s 

consent (Compl. ¶ 48); 

 XYZ likely gave away thousands of domain names (Compl. ¶ 49), but was hyping 

these registrations as was arising from legitimate registrant-driven demand. Id. ¶¶ 

52-53; and 

 Negari had been accused of engaging in other types of cybercrime and destroying 

evidence. Id. ¶¶ 60-61. 
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The Complaint attached exemplars of the challenged statements and Internet sources 

referenced. Other publicly-available materials validated Verisign’s belief, including a “launch 

day” video published by Defendants on YouTube on June 3, 2014 that contained screen shots 

that: “CEO Daniel Negari releases .xyz domain names to the public” and that “Due to high 

demand, there were several reports of servers crashing” available at 

https://www.youtube.com/watch?v=YjYUSi-yxmk (last visited 12/16/15). 

B. Other Evidence, Including Post-Filing Evidence Supported Verisign’s Case 

Negari made public statements consistent with a scheme to mislead customers into 

thinking there was legitimate registrant-driven demand. Negari publicly stated on a radio 

interview that “We’ve sold over 600,000 domain names just in the four months that we’ve been 

live” and on NBC that “We’ve sold about 800,000 dot XYZ domain names since we’ve 

launched.” See PX-62 and 63 (cited in Disputed Fact ¶ 26 of Verisign’s summary judgment 

opposition). Negari also publicly stated that XYZ got “paid the ENTIRE wholesale price.” See 

PX-53 at p.1 (Disputed Fact ¶ 26). 

These statements conflicted with the reality that Verisign uncovered in the course of 

discovery, namely that the asserted “high demand” of XYZ domain names in fact derived from a 

single transaction with a registrar, Web.com. The Court described this as a “deal XYZ made with 

Web.com in which Web.com purchased 375,000 domain names for a price of $8 each totaling $3 

million dollars. In exchange, XYZ purchased advertising from Web.com in the form of 1,000 

impressions for $10 each, at a total cost of $3 million” with no cash changing hands, and with all 

names being given away. Docket 380 at 8. Although the Court ruled against Verisign, Verisign 

presented evidence that this transaction did not support Negari’s statements: 

 The registrations were not the product of market demand as Negari indicated but 

were instead given away for free. 

Case 1:14-cv-01749-CMH-MSN   Document 410   Filed 12/18/15   Page 6 of 23 PageID# 6870



4 

 

  

 

 

 

 

 

 Disputed Facts ¶¶ 15 and 17. 

  

 

 

 Disputed Fact ¶ 13. 

C. Verisign Was Not Motivated by Animus 

As explained above, Verisign’s case was not motivated by animus, but undertaken to 

right a perceived wrong and only after an attempt at voluntary resolution through a demand 

letter. Defendants’ contentions to the contrary are unsupported. Defendants state that Verisign 

warned investors about the risks of new competition. Docket 383 at 2. This misses the full quote: 

Verisign “may face additional competition, operational and other risks from the introduction 

of new gTLDs by ICANN, which could have a material adverse effect on our business, results of 

operations, financial condition, and cash flows.” Disputed Fact ¶ 11 (emphasis added). This is a 

self-apparent risk disclosure and does not relate to this litigation. Indeed, some of the 

“operational and other risks” identified by Verisign involve “name collisions” and other 

operational challenges that have nothing to do with false advertising.  Id. 
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Defendants state that certain verbiage in a Verisign document  

 is evidence of an improper purpose. Docket 383 at 2. This is inaccurate 

and the witness clarified this language had nothing to do with the false advertising at issue in this 

litigation. The witness testified that  

 

 Pat Kane Tr. 212:4-11.  

 Id. at 212:13. 

Defendants next state that Verisign  But the witness 

did not say this. Instead, the witness testified that Verisign  

 

 Scott Schnell Tr. 235:20-236:4.  

II. VERISIGN DID NOT ACT IMPROPERLY DURING DISCOVERY 

A. Verisign Repeatedly Prevailed in Discovery Disputes in this Court 

After commencing this case, Verisign engaged in the discovery process. However, 

Defendants frustrated Verisign’s discovery requests at every turn, requiring a significant amount 

of motions practice. The chart attached as Exhibit 1 to the declaration of K. Weigand sets forth 

these motions and their results. By way of summary, five of Verisign’s 11 discovery motions 

were granted outright, five more were granted in part, and Verisign voluntarily withdrew one. In 

ruling on two of Verisign’s motions, Judge Nachmanoff noted: 

 In ruling on Verisign’s motion to compel the production of documents after the 

deadline for production had passed, “I am going to grant the motion to compel in 

part.  Responses are due, they were due two weeks ago.  As everyone here knows, 

litigation moves quickly.” Docket 55, at Tr. 30:25-31:2; 
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 In ruling on Verisign’s motion to compel Negari to sit for a second deposition 

based on evasive answers, “Is there any way you can explain to me how Mr. 

Negari might have felt that both of those answers were appropriate amongst adults 

in sophisticated litigation as opposed to the kinds of answers that small children 

give to their parents when they’re feeling truculent?” Docket 106, at Tr. 4:16-20; 

see also Tr. 21:16-20 (“When the CEO of a sophisticated company who has 

engaged in interviews on the radio and writes a blog say that he can’t remember 

who his five to seven of employees are and what they do and what the chain of 

command is, it defies credulity….” Tr. 21:16-20; id. at 22:14-19 (“I was really 

quite appalled by the way that deposition went, both in terms of the way he 

answered and the way the entire matter was handled.” Tr. 22:14-19 (discussion 

before ordering Negari to sit for a second deposition). 

B. Verisign Used Third-Party Discovery to Obtain Facts Necessary for the Case  

Verisign also engaged in third-party discovery to obtain necessary information in large 

part because Verisign did not believe it would receive such information from Defendants. For 

example, it was only through third party discovery that Verisign was able to obtain—albeit late 

in the discovery process, material cited by the Court in the opinion on summary judgment. See 

Docket 380 at 8-9 (“Pursuant to the Generally Accepted Accounting Principles and an 

independent audit by a reputable accounting firm, this exchange was determined to be fair 

value.”). Verisign obtained this material from third-party discovery. The chart attached as 

Exhibit 2 to the Weigand Declaration details the ancillary proceedings. Verisign prevailed, at 

least in part, in connection with almost all of these contested ancillary proceedings. 
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C. Verisign Acted Appropriately Regarding the Protective Order 

Verisign moved for a single-tier protective order to ensure that it could assist outside 

counsel in reviewing and analyzing documents for the purposes of this litigation. Docket 40. 

Defendants sought a highly-restrictive outside counsel’s eyes only protective order. Docket 39. 

Judge Nachmanoff entered a compromise order, with two tiers but permitting in-house attorneys 

for both parties to review protected information. Docket 57. 

During discovery, Defendants publicly disclosed Verisign information protected by the 

Protective Order on two occasions. By way of summary, Defendants publicly filed Verisign’s 

interrogatory answers containing protected information on July 24, 2015. Docket 172-1. Counsel 

contacted Defendants about the issue and Defendants appropriately moved to seal this material. 

Docket 190. Defendants also publicly filed this motion containing attorney’s eyes only 

information just before midnight on a Friday. Docket 383. Verisign notified Defendants of the 

issue and they consented to seal the material. Verisign worked through the weekend and was able 

to contact the Court and obtain the extraordinary relief of sealing the document on Saturday. The 

Clerk’s office sealed Docket 383 at approximately 3:00 pm on Saturday. Docket 389 at ¶ 3. See 

Weigand Declaration ¶ 7. 

Defendants complain of a single instance of Verisign filing their information: Verisign’s 

exhibit list. But both parties publicly filed their exhibit lists—and there was nothing improper 

about these filings. Verisign filed its exhibit list on August 20, 2015. Docket 219-1.  

On August 21, 2015, defense counsel discussed with Verisign that they believed 

information in Verisign’s list should be redacted. Defendants said they would identify the 

exhibits and descriptions that they wanted redacted, and agreed to report back. Weigand Decl. ¶¶ 

8-10 and Exhibit 3. Defendants waited five days until August 26, 2015, and then wrote an email 

demanding that the exhibit list be sealed in its entirety. Id. ¶ 11 and Exhibit 4. Verisign 
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appropriately moved to seal the list that day. Docket 230. This record does not reflect 

wrongdoing. If anything, it reflects that Verisign’s counsel did exactly what the Court would 

expect under such a circumstance. Defendants’ reaction set forth in Exhibit 3 to the Weigand 

Declaration belies any claim of improper conduct on the part of Verisign. 

Defendants acted less promptly with respect to their exhibit list—which, under their 

analysis, contained Verisign information protected under the Protective Order. Defendants 

waited until September 4, 2015 to seal the document. Docket 262.  

III. ALTHOUGH THE COURT GRANTED SUMMARY JUDGMENT, VERISIGN 

PRESENTED SUBSTANTIAL EVIDENCE IN SUPPORT OF ITS CLAIMS 

Defendants contend that Verisign “had no evidence for its false advertising claim.” 

Docket 383 at 7. Although the Court granted summary judgment, Verisign filed an opposition in 

conformance with the Local Rules and disputed Defendants’ statement of facts, providing 

evidence on which it relied. Verisign does not provide this information to reargue the case, but 

rather to show that its claims were not—as Defendants contend—baseless. 

By way of example, Defendants contend Verisign had no evidence of harm. But Verisign 

provided evidence to support its theories on summary judgment. See Disputed Fact ¶ 41 

(  

); ¶ 42 (  

); ¶¶ 46-47 (  

 

 

). Verisign also provided evidence of the  

 and explained that damages covered two aspects 

of corrective advertising. Disputed Fact ¶ 46. 

Case 1:14-cv-01749-CMH-MSN   Document 410   Filed 12/18/15   Page 11 of 23 PageID# 6875



9 

 

Verisign also provided evidence of consumer impact (which also supports materiality). 

Verisign provided evidence from Defendants’ witnesses and business records  

: 

 Holden Andrews testified that  

 

 and that  

 Disputed Fact ¶ 49 

 Defendants’ documents tied Negari’s media appearances (where he disparaged 

.COM and creating the false appearance of registrant-driven demand) to increased 

registrations. Id. (citing PX-10). 

 Defendants’ documents demonstrated that  

 

. 

Disputed Facts ¶ 50. 

Verisign also argued that the “sheer volume of Defendants’ false statements also supports 

a powerful inference that Defendants influenced and misled consumers.” Disputed Fact ¶ 48. 

ARGUMENT 

I. LEGAL STANDARD 

The Fourth Circuit recently revised the standard for determining whether a case is 

“exceptional” and therefore permits the prevailing party to recover attorney’s fees under the 

Lanham Act. See Georgia-Pacific Consumer Prods LP v. von Drehle Corp., 781 F. 3d 710, 721 

(4th Cir. 2015). There, the Fourth Circuit adopted the Supreme Court’s standard in Octane 

Fitness, LLC v. ICON Health & Fitness, Inc., 134 S. Ct. 1749 (2014) for use in Lanham Act 

cases, holding that the Court may award attorneys’ fees: 

Case 1:14-cv-01749-CMH-MSN   Document 410   Filed 12/18/15   Page 12 of 23 PageID# 6876



10 

 

when it determines, in light of the totality of the circumstances, 

that (1) there is an unusual discrepancy in the merits of the 

positions taken by the parties, based on the non-prevailing party’s 

position as either frivolous or objectively unreasonable; (2) the 

non-prevailing party has litigated the case in an unreasonable 

manner; or (3) there is otherwise the need in particular 

circumstances to advance considerations of compensation and 

deterrence. 

Georgia-Pacific, 781 F.3d at 721 (citations omitted) (vacating award of attorney’s fees). 

District courts have routinely denied motions for attorneys’ fees under this framework. 

See Georgia-Pacific, 2015 WL 7306545, *4 (E.D.N.C. Nov. 18, 2015) (denying motion for fees 

after remand because there was “nothing… so out of the ordinary to warrant being considered 

exceptional”); Intellectual Ventures I LLC v. Capital One Financial Corp., 2015 WL 7283108 

(E.D. Va. Nov. 17, 2015) (denying motion for attorney’s fees in patent case under Octane 

Fitness and holding that the “claims proved weak and problematic; but overall, the Court cannot 

conclude that the claims were objectively unreasonable or frivolous or that the case was 

otherwise exceptional based on IV’s litigation conduct”); Exclaim Marketing, LLC v. DirecTV, 

2015 WL 5725703 (E.D.N.C. Sept. 30, 2015) (denying motion for fees); First Data Merchant 

Services Corp. v. SecurityMetrics, Inc., 2015 WL 574413 (D. Md. Sept. 22, 2015) (same); 

Armacell LLC v. Aeroflex, USA, Inc., 2015 WL 3891435 (M.D.N.C. June 24, 2015) (same). 

II. VERISIGN’S POSITION WAS NOT OBJECTIVELY UNREASONABLE 

The Court evaluates this factor based on “an objective assessment of the merits of the 

challenged claims and defenses.” Old Reliable Wholesale, Inc. v. Cornell Corp., 635 F.3d 539, 

544 (Fed. Cir. 2011) (internal quotations omitted). “Unless an argument or claim asserted in the 

course of litigation is so unreasonable that no reasonable litigant could believe it would succeed, 

it cannot be deemed objectively baseless for purposes of awarding attorney fees.” Id. (internal 

quotations omitted). Here, Verisign’s case was not “objectively baseless” for four reasons: 
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A. The Court Denied Defendants’ Motion for Judgment on the Pleadings 

Defendants moved for judgment on the pleadings under Rule 12(c) (Docket 35), which 

the Court denied (Docket 59). In their memorandum, Defendants argued many of the same points 

that they now argue as evidence that that Verisign’s claim is “objectively baseless”: 

Motion for judgment on the pleadings 

(Docket 35) 

Motion for attorney fees (Docket 383) 

Defendants argue that Verisign failed to 

“show it suffered any economic or 

reputational injury” (p. 5) 

Defendants argue that Verisign’s damages 

theory lacked a basis “in fact and law” (p. 11) 

Defendants argue that “all the good real estate 

is taken” is Defendant Negari’s “opinion” (p. 

11)  

Defendants argue that the statement about 

“good” real estate is “a matter of opinion” (p. 

10) 

Defendants argue that the “number of .XYZ 

registrations that XYZ touted are literally 

true” (p. 12) 

Defendants argue that “XYZ’s zone file 

showed that its statements about the number 

of <.xyz> registrations were accurate” (p. 10) 

   

Verisign opposed the motion, refuting each of Defendants’ points: 

 Regarding injury to .COM, Verisign argued, in part, “Thus, when considering this 

claim in the entire context of direct references to .COM, including the false 

statement that there are no domain names without “dashes” in them on .COM, 

Verisign has text-book standing to police this misconduct to avoid injury to its 

reputation”) (Docket 46 at 3); 

 Regarding opinion, Verisign argued that Defendants’ statements were not opinion 

because they must be viewed “in context” and are informed by Defendants’ other 

statements that are empirically measurable as true or false (id. at 20); 

 Regarding Defendants’ statements about registrations, Verisign argued that they 

were false because “this number does not in any way reflect bona fide XYZ 

registrants, but instead is the fake number XYZ was able to conjure by its so-
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called ‘giveaway’ program whereby it registered unsuspecting entities—including 

Verisign—to deceive the marketplace into believing that XYZ had attained a 

quantifiable level of market penetration that it had not in fact attained.” Id. at 22. 

The Court considered these arguments and denied Defendants’ motion. In a similar case, 

First Data, Judge Bennett of the District of Maryland denied a motion for attorney’s fees under 

Georgia-Pacific. Judge Bennett held: 

SecurityMetrics’ argument at the summary judgment stage was 

that First Data’s statements were literally false. While this Court 

ultimately ruled against SecurityMetrics on this legal issue, 

SecurityMetrics’ position was not an objectively unreasonable one. 

This Court’s ruling at the motion to dismiss stage did not explicitly 

eliminate the possibility of a finding of literal falsity, and 

SecurityMetrics was entitled to proceed as it did. 

First Data Merchant Services Corp. v. SecurityMetrics, Inc., 2015 WL 574413 (D. Md. Sept. 22, 

2015) (denying motion for attorneys’ fees). Here, as in First Data, the Court’s ruling on the 

pleadings weighs against finding that Verisign’s claims were objectively baseless. 

B. The Court Denied Four Daubert Motions Including Verisign’s Survey Expert 

Defendants argue that Verisign “had no evidence of materiality.” Docket 383 at 10. But, 

besides the evidence presented on summary judgment described above, the parties briefed the 

issue of materiality in connection with Defendants’ motions to exclude Verisign’s experts, which 

the Court denied. Docket 312. In their motion to exclude Professor Michael Mazis, Defendants 

argued that Verisign lacked “[a]t least some probative evidence of materiality.” Docket 232 at 

12. Verisign opposed the motion and explained its theory on materiality. Docket 282. Verisign 

argued that: 

This Court has rejected the identical argument. See PBM Prods., 

2010 WL 56072 at *5 (denying motion to exclude survey expert 

based on materiality and holding that “this argument, whether it 

will carry the day or not, is one for the jury, not the Court, to 

consider”); see also Reynolds Consumer Prods, Inc. v. Handi-Foil 
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Corp., 2014 WL 794277, *5 (E.D. Va. Feb. 27, 2014) (denying 

motion for summary judgment on “materiality” and holding that 

“questions of materiality and falsity are typically questions of 

fact.”). Here, Verisign intends to prove materiality under the 

Fourth Circuit standard that “[a] misrepresentation is 

material when it is ‘likely to influence the purchasing 

decision.’” Scotts Co. v. United Indus. Corp., 315 F.3d 264, 272 

(4th Cir. 2002) (quoting Cashmere & Camel Hair Mfrs. Inst. v. 

Saks Fifth Ave., 284 F.3d 302, 310-11 (1st Cir. 2002)). “One 

method of establishing materiality involves ‘showing that the 

false or misleading statement relates to an ‘inherent quality or 

characteristic of the product.’” PBM Prods., 2010 WL 56072 at 

*5 (citation omitted). It is hard to imagine a claim more 

important to a product than value (whether the product was 

purchased versus a giveaway). 

 

Docket 282 at 9 (emphasis added). 

Verisign cited authority that shows a defendants’ focus on statements—without more—

supported a finding of materiality. See id. at 9 (citing PBM Prods., Handi-Foil Corp., 2014 WL 

794277, at *5, and Dyson, Inc. v. Bissell Homecare, Inc., 951 F. Supp. 2d 1009, 1032 (N.D. Ill. 

2013)). Verisign believed that it was entitled to reach a jury given that Defendants repeated both 

categories of statements (.COM availability and registration sales) across a wide variety of media 

and because they relate to an inherent quality or characteristic of the domain names at issue. 

Verisign’s successful opposition to the Daubert motion weighs against finding that Verisign’s 

claims were objectively baseless based on materiality. 

C. Verisign Presented Evidence Supporting Its Case 

Verisign presented evidence in support of its allegations in opposition to summary 

judgment. By way of example, Defendants contend that Verisign’s “own data demonstrated that 

99% of <.com> registration requests are for names already registered.” Docket 383 at 10. 

Verisign disputed this fact. See Disputed Fact ¶ 52 (citing evidence to demonstrate that 

Defendants’ expert used records to “  
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 and evidence that  

). 

Similarly, Defendants take issue with Verisign’s damages theories about harm to .COM, 

a decline in .NET sales, and corrective-advertising. But Verisign provided evidence to support its 

theories on summary judgment. See Background Section III. Although Verisign did not prevail, 

its claims were not objectively baseless. 

D. Defendants’ Legal Authority Does Not Follow Georgia-Pacific 

Defendants recognize that Georgia-Pacific is the governing standard for the 

determination of whether a case is exceptional under the Lanham Act but they do not cite cases 

decided under this standard. Instead, Defendants rely heavily on an 11th Circuit case decided 

almost 15 years prior to Georgia-Pacific, Tire Kingdom, Inc. v. Morgan Tire & Auto, Inc., 253 

F.3d 1332, 1336 (11th Cir. 2001). That case does not apply the “objectively baseless” test, so it is 

of limited value. 

To the extent the Court considers cases predating Georgia-Pacific, cases decided in the 

Fourth Circuit further demonstrate that this is not an exceptional case. See Schwartz v. Rent A 

Wreck Am., Inc., 468 F. App’x 238, 254 (4th Cir. 2012) (affirming the denial of attorneys’ fees 

against franchisees after prevailing in a jury trial on trademark infringement and holding that 

“The question, however, is not whether snippets of the record or isolated arguments lack merit. 

We must determine, in light of the entire case, whether defendants’ claims and assertions were so 

lacking in merit that the action as a whole was ‘exceptional’”); People for the Ethical Treatment 

of Animals v. Doughney, 263 F.3d 359, 370 (4th Cir. 2001) (affirming denial of attorneys’ fees in 

cybersquatting case and holding that a “bad faith” finding does not mean that a party acted “with 

the level of malicious, fraudulent, willful or deliberate behavior necessary for an award of 

attorney fees”); US Gates Int’l, LLC v. Light Star Travel Agency, Inc., 2010 WL 5300833, at *1-

Case 1:14-cv-01749-CMH-MSN   Document 410   Filed 12/18/15   Page 17 of 23 PageID# 6881



15 

 

3 (E.D. Va. Dec. 22, 2010) (denying motion for attorneys’ fees in Lanham Act trademark case); 

Potomac Conference Corp. of Seventh-Day Adventists v. Takoma Acad. Alumni Ass’n, Inc., 2014 

WL 857947, at *23 (D. Md. Mar. 4, 2014) (denying motion for attorneys’ fees in trademark case 

and holding that “[t]he good faith, but ultimately unsuccessful, assertion of a questionable claim 

or controversial legal theory does not suffice to warrant an award of attorney’s fees, even if it 

turns out to be expensive for the prevailing party”). 

III. VERISIGN HAS NOT LITIGATED IN AN UNREASONABLE MANNER 

“A district court may award fees in the rare case in which a party’s unreasonable 

conduct—while not necessarily independently sanctionable—is nonetheless so ‘exceptional’ as 

to justify an award of fees.” Octane Fitness, 134 S. Ct. at 1757. This prong requires “egregious 

conduct” such as the “filing of false declarations…” Exclaim Marketing LLC, at *8 (collecting 

cases). “[Q]uestionable discovery conduct” is not enough. Id. at *8 (finding “no evidence that the 

case as a whole was litigated unreasonably”). Courts permit parties to litigate “heavily and 

closely” without finding that they litigated in an unreasonable manner. First Data, 2015 WL 

5734413, at *14 (applying Georgia-Pacific and denying motion for attorney’s fees where 

“litigation tactics” were not “objectively unreasonable”). 

Verisign did not engage in “egregious conduct” for four reasons: 

A. Verisign Had a Reasonable Basis to Prosecute this Case  

Defendants argue that Verisign “filed this lawsuit to harass its most successful 

competitor, send a message to other competitors…, and gain otherwise forbidden access to its 

competitors’ most sensitive competitive information.” Docket 383 at 12. This is speculation 

unsupported by evidence and belied by the record. 

Verisign did not file this case to harass, but to right a wrong and to protect itself from 

what Verisign believed were false statements about its flagship <.com> registry and false 
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statements indicating legitimate registrant-driven demand for <.xyz>. Defendants never 

responded to Verisign’s demand letter. See Compl. ¶¶ 37-39 and Exhibit 4 (Docket 1-4). 

Verisign also did not file until after it was registered for “gtld-servers.xyz” without Verisign’s 

consent. Compl. ¶ 48. These factors, Defendants’ statements about .COM, Defendants’ failure to 

respond to Verisign’s demand letter, and Defendants’ statements hyping .XYZ registrations as if 

there was legitimate registrant-driven command—coupled with the evidence attached to the 

Complaint and later developed in discovery—provided a basis for Verisign to prosecute this 

case. 

B. The Record Belies Defendants’ Assertions that Verisign Acted Improperly 

Under the Protective Order 

Defendants argue that “Verisign resisted a two-tiered protective order.” Docket 383. In 

truth, Verisign sought a less restrictive protective order and Defendants sought a more restrictive 

protective order, but Judge Nachmanoff encouraged a compromise position, ordering that the 

parties enter an “attorney’s eyes only” protective order—but permitting in-house attorneys at 

both parties to view all produced documents. Docket 57. 

Defendants’ argument that Verisign’s behaved unreasonably in moving to de-designate 

certain documents—a motion that Judge Nachmanoff granted in large part (Docket 149)—is 

unpersuasive for the same reason. 

Defendants are left to argue that Verisign’s exhibit list was improper because it included 

information in the description that Defendants consider confidential. Both parties filed their 

exhibit lists publicly and there was nothing improper about these filings. Further, this does not 

rise to the level of filing a “false declaration” or otherwise support a finding of “egregious 

conduct.” As explained above, Defendants filed Verisign’s protected information on the public 

docket on two separate occasions. See Weigand Decl.  For its part, Verisign acted appropriately 
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immediately after Defendants notified Verisign of their belief that the exhibit lists should be 

sealed. See Weigand Decl. ¶¶ 8-12 and Exhibits 3-4. Defendants promised to propose redactions 

but then waited five days and abruptly changed their position. Id. ¶ 11. Verisign sealed the filing 

the same day the Defendants asked it to. Id. ¶ 12. Defendants, on the other hand, waited until 

September 4, 2015 to move to seal their exhibit list. Id. ¶ 14. This does not reflect improper 

conduct—at least, not on behalf of Verisign. 

C. Verisign Did Not Abuse Third Party Discovery 

Defendants’ final argument is that “Verisign abused third-party discovery.” Docket 383 

at 13. This is unsupported by the record. See Background Section II. Verisign prevailed, at least 

in part, in all but two motions. Weigand Decl. ¶¶ 5-6 and Exhibit 2. Defendants’ reliance on a 

Seventh Circuit decision in 2010 (Docket 383 at 12) is unpersuasive because that case is not 

Fourth Circuit precedent (and thus does not discuss the “unreasonable manner” standard) and 

involved a finding that the claim has “no possible merit” which is not possible here. 

IV. THERE IS NO NEED TO AWARD FEES TO ADVANCE MEASURES OF 

COMPENSATION OR DETERRENCE 

Counsel was unable to locate any Fourth Circuit authority where a court awarded fees 

based solely on this Georgia-Pacific factor of the need for “compensation or deterrence,” and 

Defendants cite no authority to suggest that this factor is met here. Docket 383 at 13. Instead, 

Defendants repeat the same speculative arguments about Verisign’s motives in filing this case 

and legitimate discovery. Id. 

Defendants also argue that a separate case involving Defendants, pending before Judge 

O’Grady, involving a different factual nucleus, somehow supports a fee award here. There is no 

finding from any court that Verisign’s claims were baseless or improper. Verisign initially filed 

this case against other entities and “ENTITY DOE” which Verisign later learned—exclusively 
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through discovery in that case—was XYZ. Verisign then amended the Complaint in that case to 

name XYZ and Negari as defendants. The defendants in that case since removed it to this Court, 

where it is pending before Judge O’Grady. See Case No. 1:15-cv-01028-LO-IDD. Verisign’s 

original complaint is Docket 1-1 (page 17 of 123) on that docket. The first amended complaint is 

Docket 1-1 (page 1 of 123). Although Judge O’Grady granted a motion to dismiss the conspiracy 

count against Defendants (and noted on the record that such deficiencies could potentially be 

cured through amendment), Verisign’s claims for tortious interference survive. The presence of 

this pending litigation before Judge O’Grady does not support a finding that this case is 

exceptional under the Lanham Act. 

Defendants next argue that because Verisign is a large public company there is a 

“disparity of resources” and Defendants’ fees are a “rounding error.” Id. at 13. This does not 

support a finding that there is a compelling need to compensate defendants or to deter Verisign. 

As explained above, Defendants never responded to Verisign’s demand letter—and targeted 

Verisign because Verisign received an <.xyz> registration without Verisign’s consent. Verisign 

did not bring this lawsuit to stifle competition—but only after it had evidence supporting its 

allegations. Verisign’s status as a publicly traded company with responsibilities to its 

shareholders is not a legitimate basis on which to engage in fee shifting under the Lanham Act. 
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CONCLUSION 

 Verisign respectfully requests that the Court deny Defendants’ motion. In the alternative, 

Verisign requests that the Court stay consideration of this matter pending Verisign’s appeal. 

Dated: December 18, 2015   /s/    

Randall K. Miller (VSB No. 70672)) 

Nicholas M. DePalma (VSB No. 72886) 

Kevin W. Weigand (VSB No. 81073) 

Taylor S. Chapman (VSB 81968) 

VENABLE LLP 
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E-mail: rkmiller@venable.com 

 

      Counsel to Plaintiff VeriSign, Inc.   
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