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IN THE UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF VIRGINIA

(Alexandria Division)

VERISIGN, INC.,

Plaintiff,

v.

XYZ.COM, LLC

-and-

DANIEL NEGARI,

Defendants.

Case No. 1:14-cv-01749-CMH-
MSN

PLAINTIFF’S MOTION TO COMPEL AND FOR A STANDARD
PROTECTIVE ORDER AND INCORPORATED MEMORANDUM IN SUPPORT

INTRODUCTION

This is a Lanham Act false advertising case between competitors, where Defendant

XYZ.COM, LLC (“XYZ”) and its CEO, Defendant Daniel Negari (“Negari”) made numerous

false and misleading statements about the desirability of the .XYZ top level domain at the

expense of the .COM top level domain operated by Plaintiff VeriSign, Inc. (“Verisign”).

Defendants’ statements, alleged in the Complaint, include statements made about the

market penetration and bona fide users of the XYZ top level domain, which are based on metrics

Defendants achieved through a deceptive opt-out promotion, whereby Defendants, in connection

with one or more third parties, gave away hundreds of thousands of .XYZ domain names to

existing .COM registrants on an opt-out basis (where the opt-out email likely went into the

.COM registrant’s spam folder). Defendants then represented these registrations as if they

included legitimate market penetration and bona fide users. Defendants then used those in
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connection with false statements about the availability of names in the .COM top level domain to

benefit themselves at the expense of Verisign’s brand and goodwill.

Defendants’ discovery responses were due yesterday, and Defendants did not produce

any responsive documents. Verisign brings this motion for three reasons:

• First, Defendants did not produce any documents when they were due on April

30, 2015, and instead requested an additional two weeks in which to produce

documents. Verisign did not grant the requested extension. Accordingly,

Verisign is entitled to an order requiring timely production.

• Second, Defendants provided a laundry list of objections to all discovery requests.

This circumvented the spirit of the Court’s standing order prohibiting general

objections, and left Verisign without knowing whether Defendants intended to

provide substantive responses to Verisign’s discovery. During a meet-and-confer

call today the parties reached agreement that resulted in the narrowing of several

requests and the withdrawal of many of Defendants’ objections, but several

remaining outstanding.

• Third, Defendants insist on a “two-tier” protective order that would permit them

to designate documents as “OUTSIDE COUNSEL’S EYES ONLY” with the

effect of handicapping Verisign from participating in this litigation.

Verisign seeks an order compelling Defendants to provide all responsive, non-privileged

documents, and Verisign requests that the Court enter the protective order in the form proposed

by Verisign attached as Exhibit 5 that will govern the production of confidential documents.
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RELEVANT BACKGROUND

Procedural background. Verisign filed the Complaint on December 19, 2014.

Defendants answered the Complaint on January 24, 2015. The Court issued an initial scheduling

order on March 30, 2015. Verisign served its first set of discovery on March 31, 2015

(consisting of interrogatories and requests for production of documents to both Defendants).

Copies of the requests for production are attached as Exhibits 1-2. Defendants served timely

objections on April 15, 2015. Among their objections, Defendants objected to certain of the

material as “confidential and/or proprietary and of a highly sensitive competitive nature.”

Defendants’ objections are attached as Exhibits 3-4. Verisign also served three non-party

subpoenas and the non-parties have objected to responding until a protective order is entered.

The dispute regarding the protective order. The parties conferred several times about

the need for a protective order, with Defendants insisting on the ability to designate certain

material as “OUTSIDE COUNSEL’S EYES ONLY,” and with Verisign seeking only standard

“CONFIDENTIAL” protections.

The type of discovery sought. Although discovery in this case may appear voluminous

given the volume of false statements and Defendants’ deceptive give-away program, the current

state of discovery (as it bears on this motion) can be summarized as:

• Requests for information about the “XYZ Promotion.” As alleged in the

Complaint, the XYZ Promotion involved Defendants’ decision to, in connection

with one or more third parties, automatically register hundreds of thousands of

.COM users for .XYZ extensions, and then falsely and misleadingly advertise that

XYZ had hundreds of thousands of users as if it had legitimate market penetration

and bona fide users. See Negari RFP Nos. 7 (this requests all “written agreements
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between XYZ.COM and Network Solutions” one of the third parties who

participated in this scheme); 8 (same regarding another potential participant); 9

(same); 10 (same); 12; 13; 15; 16; and 21.

• Requests for information about Defendants’ false statements. See Negari RFP

Nos. 3 (“One copy of all advertising you have used . . .”); 4; 14; 17; 18; 20; and

21.

• Requests for information about Defendants and their affirmative defenses. See

Negari RFP Nos. 1 (documents “reviewed or relied upon in answering” the

interrogatories); 2 (“All documents supporting your Affirmative Defenses”); 5; 6;

19; 22-24.

Plaintiff’s requests for production to Defendant XYZ largely mirror the requests to

Negari, with the exception of documents requesting XYZ’s owners (XYZ RFP No. 5), investors

(6), and one copy of XYZ’s “organizational chart” (27).

MOTION TO COMPEL

I. LEGAL STANDARD

Rule 26 of the Federal Rules of Civil Procedure broadly permits discovery “regarding

any non-privileged matter that is relevant to any party’s claim or defenses. . . . Relevant

information need not be admissible at the trial if the discovery appears reasonably calculated to

lead to the discovery of admissible evidence.” Fed. R. Civ. P. 26(b)(1). Under Federal Rule

33(b), “[t]he grounds for objecting to an interrogatory must be stated with specificity. Any

ground not stated in a timely objection is waived unless the court, for good cause, excuses the

failure.” Under Federal Rule 34(a), a party must produce all requested documents within its

“possession, custody or control” that are relevant and not privileged. Federal Rule 37 provides
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that “[o]n notice to other parties and all affected persons, a party may move for an order

compelling disclosure or discovery” for another party’s failure to respond to discovery. Fed. R.

Civ. P. 37(a). Evasive or incomplete discovery answers are treated for purposes of Rule 37 as a

failure to answer. Fed. R. Civ. P. 37(a)(4).

Where a party has failed to respond to discovery requests, this Court’s Local Rules

require the party initiating the discovery to place the matter before the Court by proper motion

under Rule 37. L.R. 37(A). “The burden is on the person objecting to the discovery—here, the

Defendant—to demonstrate that such discovery should not be permitted.” Rhodenizer v. City of

Richmond Police Dep’t, 2009 WL 3334744, at *1 (E.D.Va. Oct. 14, 2009) (citing Castle v.

Jallah, 142 F.R.D. 618, 620 (E.D. Va. 1992)).

II. THE COURT SHOULD ORDER A FULL AND COMPLETE PRODUCTION

A. The Court should order a timely production

As explained above, Defendants’ document production was due yesterday. However,

Defendants requested an additional two weeks to make their production. Verisign did not grant

their request given the pace of discovery in this Court and the upcoming expert disclosures.

Verisign is entitled to an order requiring timely production.

B. The Court should strike Defendants’ objections on the following requests

Negari RFPs 6, 9; XYZ RFPs 8 and 11. These requests call for information potentially

relevant to the “XYZ Promotion” in that they seek all agreements between Defendant XYZ.com

and Cyber2media (another company owned by Negari), and all agreements between Defendant

XYZ.com and Xin Net Technology Corp (a domain name registrar that is responsible for a

significant amount of .XYZ registrations). After meeting and conferring, Verisign understands

that the remaining objection is relevance.
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This material is relevant for several reasons. First, Cyber2media is alleged in the

Complaint to be owned by Defendant Negari and subject to several legal actions, including

complaints by Facebook and Goodwill related to cyber/typo-squatting (whereby Negari allegedly

registered a name confusingly similar and then refused to turn it over until after a lawsuits).

Thus, documents connecting XYZ.COM to Cyber2media (including any Cyber2media

involvement in the operations of XYZ) tends to reflect a pattern of unlawful conduct that would

support a claim for attorney’s fees under the Lanham Act provision providing for the recovery of

attorney’s fees in an “exceptional” case. Second, documents relating to Xin Net are relevant

because Xin Net either (a) participated in the XYZ Promotion (squarely at issue in this case), or

(b) Xin Net did not participate in the XYZ Promotion, in which case any such agreements would

provide an important control to use in evaluating the success at the XYZ Promotion at causing

damages and harm to Verisign. If Defendants claim that Xin Net was not involved in the XYZ

Promotion, then Verisign is also entitled to their agreements with Xin Net to verify that defense.

XYZ RFPs 5 and 6. These requests call for information relating to the composition of

XYZ’s owners (including their percentage of ownership), and the composition of XYZ’s

investors (including the amounts invested). After meeting and conferring, Verisign understands

that the remaining objection is relevance.

These requests are designed to locate potential witnesses with discoverable information,

and to ascertain the control and composition of Defendant XYZ (including any cross-ownership

between XYZ.COM and any domain name registrars who participated in the XYZ Promotion).

Defendant Negari, for example, is highly likely to have shared his plans for the XYZ Promotion

with XYZ’s owners and investors, as well as any marketing plans that talk about disparaging

Verisign and the .COM registry. At minimum, Negari likely reports to his owners and investors
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(verbally and in writing) concerning the success of XYZ, including on sales and registry

statistics that would tend to reflect information relevant to causation and damages in this case.

Verisign is entitled to know the identity of individuals who could have heard that information.

The larger the ownership or investment percentage, the more likely it is that such individuals

have learned of, reviewed, or heard relevant information. Further, to the extent any such

individuals also have roles in connection with domain name registrars, such individuals would

have an additional source of discoverable information concerning the XYZ Promotion. At this

stage, a request for names is reasonably calculated to lead to the discovery of admissible

evidence.

C. Verisign reserves its rights to move to strike objections and to compel the
remaining requests for production

During a meet-and-confer call today, Verisign believes the parties reached agreement

(subject to a confirmatory letter from Defendants that Verisign anticipates receiving shortly), on

the requests not subject to Section B above. Verisign reserves the right to supplement this

motion to cover the remaining requests for production in the event that XYZ does not confirm

the withdrawn objections as discussed during the party’s meet-and-confer.

PROTECTIVE ORDER

I. LEGAL STANDARD

Protective orders that restrict access to information “should be sparingly used and

cautiously granted.” Big Ernie’s, Inc. v. United States, 2009 WL 3166839, at *1 (E.D. Va. Aug.

13, 2009) (quotation omitted) (denying motion for protective order). Rule 26(c)(1)(G) permits

the Court, for good cause, to issue an order “requiring that a trade secret or other confidential

research, development, or commercial information not be revealed or be revealed only in a
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specified way.” BriovaRx, LLC v. Johnson, 2014 WL 989206, at *2 (S.D. W. Va. Mar. 13, 2014)

(denying request for a two-tier protective order).

A protective order that provides for attorney’s or outside counsel’s eyes only, such as that

sought by Defendants, are even more restrictive, and thus subject to far greater scrutiny from the

Court. “‘[A]ttorneys’ eyes only’ is a drastic limitation that is reserved for only those rare

instances in which it is truly justified, and protective orders designed to shield evidence from

public view are to be narrowly tailored.” Lismont v. Alexander Binzel Corp., 47 F. Supp. 3d 443

(E.D. Va. 2014) (citations omitted) (emphasis added).

To obtain a protective order, “the party resisting discovery must establish that the

information sought is covered by the rule and that it will be harmed by disclosure.” See In re

Wilson, 149 F.3d 249, 252 (4th Cir. 1998) (citing Wright & Marcus, Fed. Prac. & Proc. § 2043,

at 555–57 (2d ed.1994) (affirming order requiring disclosure of all material to two designated

company employees). The burden is on the party resisting discovery (Defendants) to

demonstrate that this false advertising case qualifies for the drastic limitation of a two-tier

protective order.

Here, the Court should enter the protective order attached as Exhibit 5 for three reasons:

• First, protective orders that restrict a party’s access to discovery are generally

limited to cases involving intellectual property, trade secrets, and unique

technological information. None of these issues are present here.

• Second, Defendants’ proposed order prejudices Verisign’s ability to prosecute its

claims by hindering its ability to review the documents it needs to prove its case

(or defeat the defenses asserted by Defendants).
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• Third, courts in the Fourth Circuit disfavor restrictions on public access and the

filing of documents under seal; these same concerns are present in Defendants’

efforts to cloak their wrongful conduct by adding a second-tier to the protective

order.

II. A TWO-TIER PROTECTIVE ORDER IS INAPPROPRIATE BECAUSE THIS
CASE DOES NOT INVOLVE INTELLECTUAL PROPERTY, TRADE SECRETS,
OR A TECHNOLOGY DISPUTE

“Two-tier protective orders are commonly entered in cases involving intellectual

property, trade secrets, and unique technological information, affording fuller protection to

particularly sensitive information than is extended to ordinary business information.” BriovaRx,

LLC v. Johnson, 2014 WL 989206, at *4 (S.D.W. Va. Mar. 13, 2014.

The case before the Court is a false advertising dispute—not a technology dispute.

Discovery will focus on Defendants’ statements, the substantiation for their statements, their

motives, and damages. There are no trade secrets or unique technological information that

requires “OUTSIDE COUNSEL’S EYES ONLY” designation. Defendants argue that their

marketing information—which has been sought by Verisign—is highly sensitive. But

marketing plans are not the type of information that requires a second-level of protection. See

Unico Am. Corp. v. Crusader Captive Services LLC, 2006 WL 2355524, at *1-2 (N.D. Ill. Aug.

11, 2006) (rejecting request for two-tier protective order to protect documents revealing

marketing expenses, marketing strategies, and “potential business strengths and weaknesses.”).

In that case, the Northern District of Illinois noted that “[w]hile the Court agrees that the

materials Plaintiffs describe should not be broadly disseminated, the Court is not convinced that

the information is so sensitive that defense counsel should be prohibited from sharing it with

their clients and experts, only to the extent necessary to effectively prepare for trial.” Crusader

Captive, 2006 WL 2355524 at *2. The same result should obtain here.
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The facts in this case are more analogous to decisions by courts in the Fourth Circuit to

reject efforts to deviate from the standard one-tier protective order. See BriovaRx, LLC v.

Johnson, 2014 WL 989206, at *5 (S.D.W.Va. Mar. 13, 2014) (denying motion for two tier order

because an “attorneys’ eyes only” provision would “create a substantial impediment to

Defendants’ ability to prepare their case.”); see also 2 Hounds Design Inc. v. Brezinski, 2013 WL

5938073, at *4 (W.D.N.C. Nov. 5, 2013) (denying motion for attorney’s eyes only protective

order because it would deprive the party, who was “in the best position to review” discovery

responses to assist counsel in their prosecution of the case).

III. A TWO-TIER PROTECTIVE ORDER WILL PREJUDICE VERISIGN’S
ABILITY TO PROSECUTE THIS ACTION

Courts consider the impact on a party’s ability to prosecute its claim when addressing the

scope of a protective order. See Brezinski, 2013 WL 5938073, at *3 (“Defendants persuasively

argue that an attorneys' eyes only provision is inappropriate because Brezinski is in the best

position to review Plaintiff's discovery responses”). Here, an “Outside Counsel’s Eyes Only”

designation will restrict documents and information to outside counsel, who lack the specialized

industry knowledge and acumen possessed by the parties.

This case requires the parties to process information concerning the availability of

unregistered domain names, promotional schemes involving the automatic registration of .COM

domain name registrants with .XYZ domain names, and the validity of XYZ.COM’s top-level

domain name registrations. Under Defendants’ version of the protective order, the parties will be

prevented from analyzing the documents most relevant to these issues, leaving outside counsel

spending copious time and money to come up to speed and unable to share relevant material for

purposes of litigation or settlement. The prejudice is especially acute in this Court, where the

“brisk pace of litigation in the Eastern District of Virginia’s ‘Rocket Docket’” requires parties to
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make “quick tactical decisions” in their case. Volvo Penta of the America, Inc. v. Brunswick

Corp., 187 F.R.D. 240, 243 (E.D. Va. 1999) (denying Plaintiff’s efforts to restrict production of

document to Defendant’s outside-counsel only because “Brunswick’s outside counsel needs [the

party’s] assistance in developing this litigation in this fast-paced District.”).

IV. COURTS IN THE FOURTH CIRCUIT DISFAVOR RESTRICTIONS ON
LITIGATION DOCUMENTS

In Virginia Dept. of State Police v. Washington Post, 386 F.3d 567, 575 (4th Cir. 2004),

the Fourth Circuit held that “[t]he right of public access ‘may be abrogated only in unusual

circumstances. . . . .The right of public access to documents or materials filed in a district court

derives from two independent sources: the common law and the First Amendment.’” This Court

has recognizes a “common law presumption in favor of access to judicial records.” See iControl

Networks, Inc. v. Alarm.com Inc., 2013 WL 9838105, at *3 (E.D. Va. Dec. 11, 2013) (“The

parties’ labeling that information ‘confidential’ under their Protective Order is insufficient to

overcome the common law presumption in favor of access to judicial records.”).

Here, public access weighs against Defendants’ proposed order because Defendants

perpetuated a scheme on the public involving presenting automatic opt-out registrations as

market penetration with bona-fide users. Indeed, Verisign was a victim of the scheme for two

reasons: (1) as a competitor, Verisign was harmed by Defendants’ false statements; and (2)

Defendants’ scheme actually resulted in automatically registering a Verisign domain name.

Information relating to Defendants’ efforts to mislead the public regarding the availability of

.COM domain names and the strength of the .XYZ generic top-level-domain name is not entitled

to protection.
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CONCLUSION

For the foregoing reasons, Verisign respectfully requests that the Court grant its motion

to compel and enter the proposed protective order attached as Exhibit 5.

CERTIFICATE OF COMPLIANCE WITH LOCAL RULE 37(E)

Undersigned counsel hereby certifies that they have consulted with opposing counsel and

have made a good faith effort to resolve the discovery matters at issue. Unfortunately, the

requests identified in this motion and the protective order remain outstanding. Should the parties

reach agreement on any other matters Verisign will promptly bring such agreement to the

Court’s attention.

Dated: May 1, 2015

/s/
Randal K. Miller (VSB No. 70672)
Nicholas M. DePalma (VSB No. 72886)
Kevin W. Weigand (VSB No. 81073)
VENABLE LLP
8010 Towers Crescent Drive, Suite 300
Tysons Corner, VA 22182
Phone: (703) 905-1404
Facsimile: (703) 821-8949
rkmiller@venable.com
nmdepalma@venable.com
kwweigand@venable.com

Counsel to Plaintiff Verisign, Inc.
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EXHIBITS

Exhibit 1: Verisign’s first set of requests for production of documents to Negari

Exhibit 2: Verisign’s first set of requests for production of documents to XYZ

Exhibit 3: Negari’s objections to Verisign’s first set of requests for production of documents

Exhibit 4: XYZ’s objections to Verisign’s first set of requests for production of documents

Exhibit 5: Proposed protective order
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CERTIFICATE OF SERVICE

I hereby certify that on this 1st day of May, 2015, I will electronically file the foregoing
with the Clerk of Court using the CM/ECF system, which will then send a notification of such
filing (NEF) to the following:

Timothy J. Battle
524 King Street
Alexandria, VA 22320-4593
(703) 836-1216 Tel
(703) 549-3335 Fax
Email: tjbattle@verizon.net

Derek A. Newman
Newman Du Wors, LLP
100 Wilshire Boulevard
Suite 940
Santa Monica, CA 90401
310.359.8188 Tel
310.359.8190 Fax
Email: dn@newmanlaw.com
Counsel to Defendants XYZ.COM, LLC and Daniel Negari

/s/
Randall K. Miller (VSB No. 70672)
Nicholas M. DePalma (VSB No. 72886)
Kevin W. Weigand (VSB No. 81073)
VENABLE LLP
8010 Towers Crescent Drive, Suite 300
Tysons Corner, VA 22182
(703) 905-1449 (Telephone)
(703) 821-8949 (Facsimile)
rkmiller@venable.com
nmdepalma@venable.com
kwweigand@venable.com
Counsel to Plaintiff Verisign, Inc.
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